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1. Scope of the analysis and its division into

sections

The present analysis focuses on a comparison of the substantive patent law provisions
in the Civil Code of the Russian Federation, Part Four, Chapters 69 and 72, with the
European Patent Convention. In contrast to the terminology of the Russian Civil Code, the
expression "patent law provisions" refers here to the provisions concerning patents
granted for inventions only. The relevant cut-off date for the present analysis is

1 December 2009.

The European Patent Convention (EPC) is a "special agreement" within the meaning of
Article 19 of the Paris Convention, and also a "regional patent treaty" within the meaning
of Article 45(1) of the Patent Cooperation Treaty (PCT). It provides for a centralised
patent grant procedure, and thus regulates the life of patent applications from their filing
until the grant of a patent. As regards the so-called post-grant phase, the EPC contains
only few relevant provisions (such as those on the extent of protection, Article 69 EPC),
whereas the national laws of the EPC contracting states are applicable here to a greater
extent. Consequently, the present analysis focuses on the substantive patent law
provisions relevant up to the grant of a patent and deals only with selected aspects of the
post-grant phase.

The main legal basis for the comparison is the original Russian text of the Civil Code
(2008), Part 1V, its unofficial English translation®, the Russian text of the amendments to
the Civil Code - Part IV, the Russian text of the Civil Code - Part I, and of the
"Administrative Regulations on the organisation of the receipt of patent applications”
(2008), and the EPC and the Guidelines for examination in the European Patent Office

(EPO). Where appropriate, references are made to the WIPO Convention, Paris

! Federal Service for Intellectual Property, Patents and Trademarks (ROSPATENT), Civil Code of the
Russian Federation, Part IV, Moscow 2008.



Convention, Community Patent Convention (CPC), TRIPS Agreement® and the national
law of the EPC contracting states. The present analysis, however, does not constitute a
thorough check as to the compliance of the Russian Civil Code, Part IV, with the standards

of these international agreements.

Apart from the present Section (1), the analysis contains three further sections. In
Section 2, the main findings are summarised, Section 3 contains the comparative table,
while Section 4 provides further documentation and explanations on issues briefly
mentioned in the comparative table. For ease of consultation, the comparative table

contains references to Section 4 where necessary.

> The EPC was adapted to both the TRIPS Agreement and the Patent Law Treaty (PLT) as part of the EPC
revision in 2000.



2. Summary of findings

The comparative study revealed that the substantive patent law provisions of the Russian
Civil Code, Part 1V, largely comply with the EPC.

Nevertheless, some areas of non-compliance have been identified, especially as regards
the patentability criteria, remedies available if a national court decides that the applicant is
not entitled to the grant of a patent, rights of the patent proprietor in cases of the so-called

indirect use of his invention, and the extent of protection.

However, in some areas, especially those concerning the term of a patent

(Article 1363 CC) and the patentability of diagnostic, therapeutic and surgical methods for
the treatment of humans or animals, it became apparent that further discussion with the
Russian representatives (e.g. ROSPATENT) on the principles of interpretation and the
practical impact of certain provisions would be necessary before a definitive judgment on

their compliance with the EPC could be delivered.

The wording of the proposed amendments to the Russian Civil Code, Part IV, is given by
way of example. Alternative wordings or specific articles/administrative instructions/other
legal instruments in which such amendments are to be made could also be adopted if they
were considered better suited to the overall structure of the Russian patent law.



3. Comparative table

RU Civil Code
(CC), Part IV

(provisions relating to

patent law)

EPC

Possible

amendments

(present text in green,
proposed
amendments
highlighted in red)

SUBJECT-MATTER
PROTECTED BY IP
LAW

Article 1225 "Protectable
Results of Intellectual Activity
and Means of
Individualisation”, paragraph
1, includes an exhaustive list
of protectable subject-

matter.

No corresponding provision;
however, the laws of the EPC
contracting states and the
WIPO Convention (Article 2,
viii) include non-exhaustive
lists of protectable subject-

matter.

The Civil Code could be
harmonised with the laws of
the EPC contracting states by
including the words "in
particular” in Article 1225, 1.
CC:

Article 1225. Protectable
Results of Intellectual Activity

and Means of Individualisation

1. Results of intellectual
activity and equivalent means
of individualisation of legal
persons, goods, works,
services and enterprises

accorded legal protection




(intellectual property) shall be
in particular:

1) Scientific, literary
and artistic works;

2) Computer
programmes (software);

3) Databases;

4) Performances;

5) Phonograms;

6) Broadcasts or cable
transmissions of radio and
television programmes
(broadcasts of broadcasting or
cable distribution
organisations);

7) Inventions;

8) Utility models;

9) Industrial designs;

10) Selective breeding
achievements;

11) Topographies of
integrated circuits;

12) Trade secrets
(know-how);

13) Company names;

14) Trade marks and
service marks;

15) Appellations of
Origin of goods;

16) Commercial

designations.

SUBJECT- MATTER
OF PATENT RIGHTS

Article 1349 "Subject-matter
of Patent Rights”,

Article 52(1), first clause




paragraphs 1 and 2, and
Article 1350 "Patentability
Criteria for Invention",
paragraph 1, first sub-
paragraph:

e Atrticle 1349, 1. CC:
"Results of intellectual
activity in the field of
science and
technology which meet
the requirements of this
Code for inventions
and utility models, and
results of intellectual
activity in the field of
artistic design which
meet the requirements
of this Code for
industrial designs,
shall be deemed
subject-matter of patent

rights."

Article 1350, 1., first

Article 52(1), first
clause, EPC makes it
clear that only
inventions are
considered to be the
subject-matter of
patents granted under
this Convention. At the
same time, inventions
protected under the
EPC must have a
technical character
or involve a technical
teaching. The phrase
"in all fields of
technology" excludes
non-technical subject-
matter from

patentability:

SUBJECT-MATTER:
The Russian
legislator's decision to
uniformly define the
protection granted for
inventions, utility
models and industrial
designs as "patent
protection" is not at
variance with the EPC.
FIELDS OF
INTELLECTUAL
ACTIVITY: Whereas
the Russian CC refers
to science and
technology, the EPC
makes "a technical
character or a
technical teaching” a
condition for

patentability. As neither

sub-paragraph, CC: "A
technical solution in
any field relating to a
product (in particular a
device, substance,
micro-organism strain,
plant or animal cell

culture) or to a method

"(1) European patents
shall be granted for any
inventions in all fields of

technology...”

the EPC nor Part IV of
the Russian CC contain
further explanations as
to what "technical" and
"science and
technology" mean with
regard to inventions, it

cannot be established




(process of effecting
actions upon a material
object with the aid of
material means) shall
be protected as an

invention."

at this stage whether
they are equivalent.
Only a comparison of
ROSPATENT's
practice with that of the
EPO might
demonstrate whether
ROSPATENT's
interpretation of this
provision gives the
same results as the
EPO's practice.
Nevertheless, the
reference in

Article 1350, 1. to a
"technical solution"
suggests that both
ROSPATENT and the
EPO use the same
criteria to determine
whether subject-matter
is to be considered as
an "invention" or not.
(For further details on
Article 52(1) EPC, see
Section 4. A of this
analysis and the
comments under
"PATENTABILITY
CRITERIA - GENERAL
PROVISIONS" below.)




e Article 1349, 2. CC:

"The provisions of this

Code shall extend to
inventions  containing
information which
constitutes a  state
secret (secret
inventions), unless

provided otherwise by
the special provisions of
Articles 1401-1405 of
this Code and other

The EPC leaves it to
national legislators in
the EPC contracting
states to enact
provisions on
inventions containing a

State secret.

No need for action.

legal instruments
issued pursuant
thereto."
AUTHOR OF AN
INVENTION; RIGHT TO
OBTAIN A PATENT

Article 1228 "Author of a
Result of Intellectual Activity",
Article 1347 "Author of an
Invention, Utility Model or
Industrial Design",

Article 1348 "Co-Authors of an
Invention, Utility Model or
Industrial Design",

Article 1357 " Right to Obtain
a Patent for an Invention, Utility

Model or Industrial Design"

The EPC regulates this
issue only partially in
Articles 58-60 and
Articles 71-74. These
provisions are similar to
those contained in
Articles 1228, 1347,
1348 and 1357 CPC.

Furthermore, Article 61
EPC provides for
remedies where a

national court decides

No need for action.

Provision of
corresponding
remedies, e.g. by

introducing a new
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that the applicant is not
the person entitled to
the grant of a patent.

article (especially if the
provisions are to relate
only to patent
applications regarding
inventions) or a new
paragraph in

Article 1357 CC (which
consequently would
relate to applications
regarding both
inventions on the one
hand and utility models
and industrial designs
on the other) with the

following wording:

Article 1357. Right to Obtain a
Patent for an Invention, Utility

Model or Industrial Design

1. The right to obtain a
patent for an invention, utility
model or industrial design shall
be vested in the author of the
invention, utility model or

industrial design.

2. The right to obtain a
patent for an invention, utility
model or industrial design may
pass to another person
(successor in title) or be
transferred to that person in

circumstances and on the

11




grounds established by law,
including by universal
succession or under the terms
of an agreement, including an

employment contract.

3. An agreement to
assign the right to obtain a
patent for an invention, utility
model or industrial design must
be concluded in writing. Failure
to comply with this requirement

shall invalidate the agreement.

4. Unless otherwise
provided by the parties to an
assignment agreement
concerning the right to obtain a
patent for an invention, utility
model or industrial design, the
risk of non-patentability shall
be borne by the acquirer of

such right.

5. If a final decision
determines that a person other
than the applicant is entitled to
the grant of a patent, that
person may:

1) pursue the
application for a patent as his
own application in place of the
applicant;

2) file a new application
for a patent in respect of the

same invention;

12




3) request that the

application for a patent be

refused.

INTELLECTUAL
RIGHTS; PATENT
RIGHTS

Article 1226 "Intellectual
Rights", Article 1227
"Intellectual Rights and the
Right of Ownership",

Article 1229 "Exclusive Right"
in conjunction with

Article 1345 "Patent Rights”,
Article 1356 "Right of
Authorship in an Invention,
Utility Model or Industrial
Design”, Article 1358
"Exclusive rights in an
Invention, Utility Model or

Industrial Design"

e Article 1226 in
conjunction with
Articles 1345, 2.2) and
1356 CC

The EPC contains only a few

corresponding provisions (see
below), leaving the rest to the
national laws of the EPC

contracti ng states:

e Articles 60(3) and 62
EPC (right of the
inventor to be
mentioned before the
EPOQ) are similar to the
"right of authorship" as
provided for in
Article 1226 in

conjunction with

No need for action.

13




Article 1358, 2. CC
gives a non-
exhaustive list of the
exclusive rights of the

patent proprietor.

Article 1358, 2.2) CC

Articles 1345, 2.2) and
1356 CC.

Article 64(1) EPC: As
regards the exclusive
rights conferred by a
European patent, this
article refers to the
national law of the
designated EPC
contracting states. As
the EPC contracting
states have adopted
provisions of Articles 25
and 26 of the so-called
Community Patent
Convention (CPC; see
the relevant text in
Section 4. B of this
analysis), the definition
of exclusive rights has
become uniform
European law (even
though the CPC has not
entered into force = so-
called "cold
harmonisation").
Articles 25 and 26 CPC
give an exhaustive list
of the exclusive rights

of the patent proprietor.

Article 1358, 2. 2), first

e Provision of an
exhaustive list of
exclusive rights, e.g. by
deleting the words "in
particular" in
Article 1358, 2. CC:

Article 1358. Exclusive Rights
in an Invention, Utility Model or

Industrial Design

2. The following shall be
regarded as constituting the
use of an invention, utility
model or industrial design:

1) ...

2) ...

3) ...

4y ...

e No need for action.

14




provides for protection
with regard to a
product obtained

directly by a process.

Article 1358, 2.3) CC
seems to extend the
rights of a proprietor
of a patent protecting
a process in so far as
they relate to a
"device, the
functioning of which
... automatically
involves a patented

process".

It is unclear whether
Article 1358, 2.4) CC
provides the patent
proprietor with

sentence, CC isin line
with Article 64(2) EPC.
The reversal of the
burden of proof
provided for in

Article 1358, 2.2),
second sentence, CC
is not dealt with in the
EPC (see also

Section 4.C of this

analysis).

The provisions of
Article 1358, 2.3) CC
are peculiar to the
Russian Patent Law.
Articles 25 and 26
CPC do not provide
for such rights of the

patent proprietor.

Under Article 25 (b)
CPC a patent proprietor
can prevent all third
parties not having his

For the time being,
there is no need for
action. Nevertheless,
a discussion with
ROSPATENT on the
practical impact of this
provision could be
useful in order to
determine whether
some amendments
might be necessary in

the future.

Adapting the wording of
Article 1358, 2.4) CC to
Article 25 (b) CPC:

15




exclusive rights as
regards offering the
patented process for

use.

Article 1358, 2. CC
seems not to provide
for a so-called "indirect

use of an invention".

consent from using a
process which is the
subject-matter of the
patent or, under some
circumstances, from
offering such process

for use.

Article 26 CPC
contains provisions on
indirect use of an

invention.

Article 1358. Exclusive Rights
in an Invention, Utility Model or

Industrial Design

2. ...

1) ...

2) ...

3) ...

4) using a process
which is the subject-matter of
the patent or, when the third
party knows, or it is obvious in
the circumstances, that the use
of the process is prohibited
without the consent of the
proprietor of the patent,

offering the process for use.

e Providing for so-called
indirect use, e.g. by
adding to Article 1358,
2. CC anew
subparagraph 5 with

the following wording:

16




Article 1358. Exclusive Rights
in an Invention, Utility Model or

Industrial Design

2. ...

1) ...

2) ...

3) ...

4) ...

5) supplying or offering
to supply a person, other than
a party entitled to exploit the
patented invention, with
means, relating to an essential
element of that invention, for
putting it into effect, when the
third party knows, or it is
obvious in the circumstances,
that these means are suitable
and intended for putting that
invention into effect. The
present subparagraph shall not
apply when the means are
staple commercial products,
except when the third party
induces the person supplied to
commit acts prohibited by
subparagraphs 1-4 of the

present paragraph.

17




RIGHT OF PRIOR USE

Article 1361 "Right of Prior
Use of an Invention, Utility

Model or Industrial Design™

Articles 70(4)(b), 112a(6) and
122(5) contain provisions
which are similar to those in
Article 1361 CC, although, in
view of the peculiarities of the
European patent system, they
relate to other stages of
protection (right of continued
use after the corrected
translation of a European
patent application or of a
European patent takes effect,
or after revival of lost patent

protection).

No need for action.

TERM OF A PATENT

Article 1230 "Term of
Exclusive Rights" in
conjunction with Article 1363
"Term of Exclusive Rights in an
Invention, Utility Model and

Industrial Design"

e Article 1363 1., first
sentence, CC states
that "the term of the
exclusive right in an
invention [...] and of the
patent certifying this
right shall be counted
from the filing date of
the initial application
for grant of a patent
with the federal
executive authority for

intellectual property and

Article 63(1) and (2) partially
covers issues regulated in
Articles 1230 and 1363 CC.

e Article 63 (1) EPC
reads as follows: "The
term of the European
patent shall be 20 years
from the date of filing
of the application."

It is obvious from the
above wording that the
relevant date for
calculating the 20-year
term of the patent is the
date of filing and not

the priority date. (For

e Assuming that the
reference to the date
of filing of the "initial
application” in
Article 1363 1., first
sentence, CC is in
practice being
interpreted as a
reference to a priority
date, it would be
helpful to adapt the
wording to that of
Article 63(1) EPC in

18




shall be 20 years [...]".
In view of the reference
to the "initial"
application, it is to be
assumed that the
relevant date for
calculating the 20-year
term of the patent is the

priority date.

further details on the
interpretation of this
provision, see Section

4.D of this analysis).

order to ensure that
the term of protection
under the Russian
Civil Code is not in
practice shorter than
that provided for in
the EPC (and the
Paris Convention
(Article 4°(5), for
example). In this case,
deleting the word
"initial" (Russian:
"nepBoHavanbHon")
in Article 1363 1., first
sentence, CC would
be an appropriate

solution:

Article 1363. Term of Exclusive
Rights in an Invention, Utility

Model or Industrial Design

1. The term of exclusive
rights in an invention, utility
model or industrial design and
the patent certifying these
rights shall be calculated from
the date of filing of the patent
application with the federal
executive authority for
intellectual property and,
provided that the requirements
prescribed by this Code are
met, shall be:

twenty years for

inventions;

19




Article 1363, 2. and 4.
CC provides for

0 a possibility to
extend the
term of the
exclusive right
in an invention
and of the
patent
certifying this
right

0 amechanism
for calculating
the additional
term of

protection

0 certain
requirements
for the above

extension

0 some general

procedural

e Article 63(2)(b) EPC

0 contains a
similar
provision as
regards the
possibility to
extend the term
of a patent

o leaves itto the
national law of
the EPC
contracting
states to specify
the details of
such

mechanism

ten years for utility
models;
fifteen years for

industrial designs.

e No need for action.

20




aspects

TERRITORIAL EFFECT

Article 1231 "Validity of
Exclusive and Other
Intellectual Rights within the
Territory of the Russian
Federation" in conjunction
with Article 1346 "Validity of
Exclusive Rights in Inventions,
Utility Models, and Industrial
designs within the Territory of

the Russian Federation"

Article 3 and, indirectly, also
Article 168(1), second
sentence, contain
corresponding provisions,
which, however, reflect the
regional character of the

European patent.

No need for action:

On the one hand, Articles 1231
and 1346 CC deal with the
territorial effect of a national
patent, while on the other
Articles 3 and 168 EPC
concern the territorial effect of
a regional patent and the
territorial field of application of
the EPC. This explains why
their wording is partially
different. Nevertheless, the
principles underlying the CC
are not at variance with the
EPC.

PROVISIONAL
PROTECTION

Article 1392 "Provisional Legal

Protection of an Invention"

Article 67 in conjunction with
Article 68 contain very similar
provisions with respect to the
rights conferred by a European
patent application after

publication.

No need for action.

EXTENT OF
PROTECTION

Article 1354, 2. "Patent for an
Invention, Utility Model or
Industrial Design" in
conjunction with Article 1358,

3. "Exclusive Right in an

Article 69 in conjunction with
the Protocol on the
Interpretation of Article 69
EPC

21




Invention, Utility Model or
Industrial Design" and
Article 1392, 1. "Provisional
Legal Protection of an

Invention"

e Article 1354, 2.

CC provides that the
extent of protection
"shall be determined by
the claims contained in
the patent [...], whereas
the description and
drawings may be used

to interpret the claims

L.

e Article 1354, 2.
CC, however, seems to
be inapplicable with
respect to the
determination of the
extent of protection
conferred by a patent
application.
Accordingly,
Article 1392, 1. CC

Article 69(1) EPC also
states that the extent
of protection shall be
determined by the
claims. In contrast to
the Russian law, it is
obligatory under this
provision to consult the
description and
drawings in order to
interpret the claims:
"[...] Nevertheless, the
description and
drawings shall be
used to interpret the

claims."

Article 69 EPC refers
to both a European
patent and a
European patent
application, and thus
the extent of protection
of an application is
governed by the same
rules as the extent of
protection of the

o This provision could
be adapted to the
EPC by dividing the
present Article 1354
into two separate
articles, with the
new Article 1354a
incorporating the
missing provisions
of Article 69 EPC :

Article 1354. Patent for an
Invention, Utility Model or

Industrial Design

1. A patent for an
invention, utility model or
industrial design shall certify
the priority of the invention,
utility model or industrial
design and the authorship and
exclusive rights in an invention,
utility model or industrial

design.

2. The protection of

22




contains its own rules
as regards the extent of
protection conferred by
a patent application

upon its publication:

"An invention for which an
application has been filed with
the federal executive authority
for intellectual property shall
enjoy provisional legal
protection from the date of
publication of information on
the application

(Article 1385, 1.) to the date of
publication of information on
the grant of a patent

(Article 1394) , within the
scope of the published
claim(s) of the invention, but
not within a scope greater
than that defined by the
claim(s) contained in the
decision of the said federal
authority on the grant of a

patent for the invention.”

granted patent:

"Article 69

(1) The extent of protection
conferred by a European
patent or a European
patent application shall be
determined by the claims.
Nevertheless, the
description and drawings
shall be used to interpret

the claims.

(2) For the period up to
grant of the European
patent, the extent of the
protection conferred by the
European patent application
shall be determined by the
claims contained in the
application as published.
However, the European
patent as granted or as
amended in opposition,
limitation or revocation
proceedings shall determine
retroactively the protection
conferred by the
application, in so far as
such protection is not

thereby extended.”

intellectual  rights in an
invention, utility model or an
shall be

accorded on the basis of a

industrial design

patent.

Article 1354a. Extent of

protection
1. The extent of
protection conferred by a

patent for an invention or utility
model shall be determined by
the claims contained in the
patent for the invention or utility
model respectively.
Descriptions  and
(Article 1375, 2. and
Article 1376, 2.) shall be used

to explain the invention and

drawings

utility model claims.

2. Paragraph 1 of the
present article shall also apply
to applications for the grant of
a patent for an invention

(Article 1374 ff)

3. The

protection

extent  of
conferred by a
patent for an industrial design
shall be determined by the sum
of its essential features, as
shown in depictions of the item
and cited in the list of essential

features of the industrial design
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Neither Article 1354, 2.
CC, nor Article 1392,
1. CC contain further
clarification of the
general principles
governing the
interpretation of claims.
Article 1358, 3. CC
merely refers to
equivalents for the
purpose of determining
whether an invention

has been used.

e The Protocol on the
Interpretation of
Article 69 EPC explains
how the said article is to

be interpreted:

"Article 1

General principles

Article 69 should not be
interpreted as meaning that the
extent of the protection
conferred by a European
patent is to be understood as
that defined by the strict, literal
meaning of the wording used in
the claims, the description and
drawings being employed only
for the purpose of resolving an
ambiguity found in the claims.
Nor should it be taken to mean
that the claims serve only as a
guideline and that the actual
protection conferred may
extend to what, from a
consideration of the description
and drawings by a person
skilled in the art, the patent
proprietor has contemplated.
On the contrary, it is to be

(Article 1377, 2.).

e Provisions
corresponding to
those contained in the
Protocol on the
Interpretation of
Article 69 could also
be included in the
proposed new
Article 1354a CC or in

secondary legislation.
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interpreted as defining a
position between these
extremes which combines a
fair protection for the patent
proprietor with a reasonable
degree of legal certainty for

third parties.

Article 2

Equivalents

For the purpose of
determining the extent of
protection conferred by a
European patent, due
account shall be taken of
any element which is
equivalent to an element

specified in the claims.”

PATENTABILITY
CRITERIA - General

provisions

Article 1350 "Patentability
Criteria for an Invention",

paragraph 1

e The above provision
indicates essential
requirements for

patentability:

a) There must be an

invention

Article 52(1)

e The patentability criteria
in Article 1350, 1 CC

correspond to those set

out in Article 52(1) EPC.

No need for action.
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b) which is new

¢) involves an inventive
step

d) is susceptible of

industrial application

PATENTABILITY
CRITERIA - Novelty

Article 1350 "Patentability
Criteria for an Invention”,
paragraph 2, sub-paragraphs
1,3,4

"'2. An invention shall
be deemed new if it is not
known from the prior art.

[-]

The state of the art shall
be held to comprise any
information which has become
publicly accessible anywhere
in the world before the date of
priority of the invention.

When establishing the
novelty of an invention, the
state of the art shall also
include, provided they have
earlier priority, all patent
applications filed in the
Russian Federation by other
persons for inventions and
utility models in respect of
which any person is entitled to
inspect the documents in

accordance with Paragraph 2

Article 54 in conjunction with
Article 89

e The provisions of
Article 1350, 2., sub-
paragraphs 1, 3 and 4,
CC correspond to the
provisions of
Article 54(1)-(3) in
conjunction with
Article 89 EPC.

¢ However, Article 54(4)
and (5) EPC contains
further provisions -
exceptions to the
principle of novelty -
which allow the
patentability of
"substances and
compositions",
comprised in the state
of the art, for so-called
medical use if such use

is not comprised in the

No need for action with
regard to the wording of
existing provisions
(Article 1350, 2., sub-
paragraphs 1, 3 and 4,
CC).

It is not clear whether
Article 1349, 4.4) CC
also covers
"diagnostic,
therapeutic and
surgical methods for
the treatment of
humans or animals"
as provided in

Article 53(c) EPC (see
further comments on
this subject in the

section entitled
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of Article 1385 or Paragraph 2
of Article 1394 of the present
Code, and shall include
inventions and utility models
patented in the Russian

Federation."

state of the art.
Corresponding
provisions seem not to
exist in Russian patent

law:

"(4) Paragraphs 2 and 3
shall not exclude the
patentability of any
substance or composition,
comprised in the state of
the art, for use in a method
referred to in Article 53(c),
provided that its use for any
such method is not
comprised in the state of

the art.

(5) Paragraphs 2 and 3
shall also not exclude the
patentability of any
substance or composition
referred to in paragraph 4
for any specific use in a
method referred to in
Article 53(c), provided that
such use is not comprised

in the state of the art."

Article 53(c) EPC, to which
both provisions above

refer, reads:

"(c) methods for treatment
of the human or animal

body by surgery or therapy

"Exceptions to
patentability” below):

o Ifitdoes not:
The patentability
of such methods
is allowed by
Russian patent
law. In that
case, it is not
necessary to
add provisions
comparable to
Article 54(4) and
(5) EPC to the
Russian CC.

o Ifitdoes: Full
alignment with
the EPC could
be achieved by
incorporating
new provisions
corresponding
to Article 54(4)
and (5) EPC into
Article 1350, 2.
CC, for example
as new sub-
paragraphs 5
and 6.
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and diagnostic methods
practised on the human or

animal body; [...]"

NON-PREJUDICIAL
DISCLOSURES

Article 1350 "Patentability
Criteria for an Invention”,
paragraph 3, provides for a
six-month grace period prior to
the filing of a patent
application, during which the
inventor, the applicant or any
other person who has received
this information from them may
disclose his invention without
that disclosure becoming state

of the art.

Article 55 refers to just two
types of rare disclosure which
are the only non-prejudicial
disclosures recognised by the
EPC. The EPC does not
provide for a general grace
period. (For arguments in
favour of and against a grace
period in the European Union,
see the document in

Section 4.E of this analysis.)

No action needed.

PATENTABILITY
CRITERIA - Inventive
step

Article 1350 "Patentability
Criteria for an Invention",
paragraph 2, sub-paragraphs
2and 3

Article 56

The wording of Article 1350,
2., sub-paragraph 2, CC fully
corresponds to the wording of
Article 56, first sentence,
EPC. The second sentence of
Article 56 EPC states that prior
rights under Article 54(3) EPC
shall not be considered in

deciding whether there has

No need for action.
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been an inventive step. The
Russian CC, Part IV, takes the
same approach, since the
wording of Article 1350,
paragraph 2, sub-paragraph
4, restricts its applicability to

the issue of novelty.

PATENTABILITY
CRITERIA - Industrial

application

Article 1350 "Patentability
Criteria for an Invention”,

paragraph 4

e "4, Aninvention shall
be deemed industrially
applicable if it can be
used in industry,
agriculture, health-care,
other sectors of the
economy, or in the

social sphere."

Article 57:

e "An invention shall be
considered as
susceptible of
industrial application if
it can be made or used
in any kind of
industry, including

agriculture.”

e At first sight it seems
that Article 1350, 4.
CC provides for a
wider range of sectors
of industrial
application, as it
literally refers to areas
not mentioned in
Article 57 EPC. The
reference to the social

sphere, in particular,

No need for action.
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seems to go beyond
the EPC's concept of
industrial application.
However, the term
"industry" is to be
understood by the
EPO in a broad sense
(Guidelines for
Examination in the
European Patent
Office, Part C-IV. 5.1)
and will thus exclude
from patentability very
little subject-matter
which is not already
excluded from
patentability by

Article 52(2) EPC.
Consequently, the
EPO's interpretation of
Article 57 EPC may
produce similar results
to ROSPATENT's
interpretation of
Article 1350, 4. CC.

PATENTABILITY
CRITERIA - Subject-
matter not regarded as

an "invention"

Article 1350 "Patentability
Criteria for an Invention”,

paragraph 5

The provisions of Article 1350,
5. CC are consistent with those
of Article 52(2) and (3) EPC.

No need for action.
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EXCEPTIONS TO
PATENTABILITY

Article 1349 "Subject-matter of
Patent Rights", paragraph 4,
and Article 1350 "Patentability
Criteria for an Invention"”,

paragraph 6

e "4, The following shall
not be the subject-

matter of patent rights:

1) methods of human
cloning;

2) methods of modifying
the germ line genetic
identity of  human
beings;

3) the use of human

embryos for industrial

and commercial
purposes;
4)  other  solutions

contrary to the public
interest and to
humanitarian principles

and morality."

Article 53 in conjunction with
Rules 26, 28 and 29

e Article 1349, 4.1)-3)
CC corresponds to
Rule 28 (a)-(c) EPC
(Implementing

Regulations)

e Article 1349,4.4)CC is
not fully in line with
Article 53(a) EPC as
the latter limits the
applicability of the so-

called "ordre public and

No need for action:
As the list in Rule 28
EPC merely contains
examples/explanations
of "exceptions to
patentability" based on
the fact of being
contrary to "ordre
public" and morality, it
is not necessary to
include in Article 1349,
4. CC the wording of
Rule 28 (d) EPC if the
latter is covered by
the general provision
in Article 1349, 4.4)
CC (see also the

comment below).

Article 1349, 4.4) CC
could be brought into
line with the EPC
(TRIPS Agreement and
Paris Convention) by

amending its wording
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morality exception to
patentability” to cases
when "the commercial
exploitation” of the
relevant inventions
"would be contrary to
ordre public or
morality”. It further
specifies that such
exploitation "shall not
be deemed to be so
contrary merely
because it is prohibited
by law or regulation in
some or all of the
Contracting States".
The wording of Article
53(a) EPC corresponds
to Article 27,
paragraph 2,TRIPS
and Article 49" Paris

Convention.

It is not clear whether
Article 1349, 4.4) CC
also covers
"diagnostic,
therapeutic and
surgical methods for
the treatment of
humans or animals"
as provided in
Article 53(c) EPC. If
not, the patentability of
such methods is

allowed under Russian

as follows:

"4) other solutions the

commercial exploitation of

which would be contrary to

the public interest and to

humanitarian principles and

morality; such exploitation

shall not be deemed to be

so contrary merely because

it is prohibited by law or

regulation.”

No need for action for
the time being. A
discussion with
ROSPATENT could be
useful in order to clarify
the issue of the
interpretation of

Article 1349, 4.4) CC.
As regards
international
agreements other than
the EPC, exclusion
from patentability for
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e "6. Legal protection for
an invention shall not
be accorded to:

1) plant  varieties,
animal breeds and
biological methods of
obtaining them, with the
exception of
microbiological
methods and products
obtained by  such

methods;

2) topographies  of

integrated circuits."

patent law.

Article 1350, 6. CC
corresponds to Article
53(b) EPC and the
EPOQO's practice.

the methods mentioned
is not prescribed but
merely allowed by
Article 27, paragraph 3
(a), TRIPS.

e No need for action.

PROCEDURAL
ISSUES

Articles 1353, 1354
paragraph 1, 1374-1375,
1378-1389, 1393-1394, 1396
paragraphs 1 and 3, 1398-
1400 (all in conjunction with
the relevant provisions of
Chapter 69)

The provisions listed in the left-
hand column concern the
national patent procedure as
applied by ROSPATENT. They
are peculiar to Russian patent
law and are not covered by the

present study.

ISSUES NOT DEALT
WITH IN THE EPC
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Articles 1349, paragraph 3,
1351-1352, 1354, paragraph
3, 1355, 1359-1360, 1362,
1364-1373, 1376-1377, 1390-
1391, 1395, 1396 paragraph
2, 1397, 1401-1407 (all in
conjunction with relevant

provisions of Chapter 69)

The subject-matter of the
provisions listed in the left-
hand column is not dealt with
in the EPC, which may at most
contain a reference to the
national law of the EPC

contracting states.
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4. Further explanations and documentation

A. Harmonisation of Article 52(1) EPC with the TRIPS Agreement

The term "in all fields of technology" was inserted into Article 52(1) EPC during the
Diplomatic Conference in 2000 and the amended provision entered into force on 13
December 2007. This amendment brought Article 52(1) EPC into line with Article 27(1),
first sentence, TRIPS Agreement while making it clear that patent protection is available to
technical inventions of all kinds. At the same time, by enshrining the word "technology" in
this provision, the legislator confirmed the EPO's previous patent granting practice and the

case law of the boards of appeal.

B. Text of Articles 25 and 26 of the Convention for the European Patent
for the Common Market (Community Patent Convention), EC OJ,
No. L 401/89

"Article 25
Prohibition of direct use of the invention

A Community patent shall confer on its proprietor the right to prevent all third parties not having
his consent:

(a) from making, offering, putting on the market or using a product which is the subject-matter
of the patent, or importing or stocking the product for these purposes;

(b) from using a process which is the subject-matter of the patent or, when the third party
knows, or it is obvious in the circumstances, that the use of the process is prohibited without the
consent of the proprietor of the patent, from offering the process for use within the territories of
the Contracting States;

(c) from offering, putting on the market, using, or importing or stocking for these purposes the
product obtained directly by a process which is the subject-matter of the patent.

Article 26

Prohibition of indirect use of the invention

1. A Community patent shall also confer on its proprietor the right to prevent all third parties not
having his consent from supplying or offering to supply within the territories of the Contracting
States a person, other than a party entitled to exploit the patented invention, with means,
relating to an essential element of that invention, for putting it into effect therein, when the
third party knows, or it is obvious in the circumstances, that these means are suitable and
intended for putting that invention into effect.

2. Paragraph 1 shall not apply when the means are staple commercial products, except when
the third party induces the person supplied to commit acts prohibited by Article 25.

3. Persons performing the acts referred to in Article 27 (a) to (c) shall not be considered to be
parties entitled to exploit the invention within the meaning of paragraph 1."
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C. Reversal of the burden of proof according to Article 1358 2.2), second

sentence, CC

As stated above in the comparative table, the issue of a reversal of the burden of proof is
not covered by the EPC. Nevertheless, the provision in Article 1358 2.2), second

sentence, CC corresponds to the national law of most EPC contracting states.

D. Calculation of the term of the patent under Article 1230 in
conjunction with Article 1363 CC

In the Russian specialised literature commenting on the new Part IV of the Russian Civil
Code, some authors refer to the fact that replacing the expression "date" with the
expression "day" in the relevant provision on the term of a patent had a negative impact on
the calculation of this term. Some say that the use of "day" makes it impossible to apply
the general rule for calculating the periods according to which the first day of the term
would be the day following the date of filing (Article 191 CC). According to this
interpretation, the first day of the term of a patent under the new Part IV of the Russian
Civil Code is the date of filing. Consequently, the term starts to run, and expires, one day
earlier. In this regard, it has to be pointed out that the EPC does not define the calculation
of the expiry of the 20-year term. Therefore, it would not be inconsistent with the EPC if the
Russian authorities took the date of filing as the first day of the term under the new

Article 1363 CC.

E. European Union: Report on the hearing of 5 October 1998 on a grace

period for patents (see the annexed text)
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INTERNATIONALE VERTRAGE

Europiische Union

Am 5. Oktober 1998 fand in Brussel
eine Anhorung der interessierten
Kreise Uber eine Schonfrist fur
Patente statt. Die Ergebnisse dieser
Anhérung hat die Europaische Kom-
mission im folgenden Bericht zusam-
mengefaBBt*.

Bericht iiber die Anhérung am
5. Oktober 1998 zur Neuheitsschon-
frist im Patentrecht

Der vorliegende Bericht soll in erster
Linie AufschluB Gber die in der Anho-
rung vorgebrachten Argumente und
Anregungen geben. Gelegentlich
wurden erganzende Erklarungen auf-
genommen, wenn diese fur das Ver-
standnis der Materie notwendig sind.
Einleitend wird zunéachst die européi-
sche Rechtslage dargestelit. Die
Ergebnisse der Anhérung sind am
Ende des Berichts zusammengefaf3t.

Die europiische Rechtslage

Der europaische Rechtsrahmen wird
durch das Miinchner Ubereinkom-
men Uber die Erteilung europaischer
Patente (EPU) abgesteckt.

Im europaischen Recht gibt es keine
Schonfrist. Das Erfordernis der Neu-
heit, das erfullt sein muB, damit fur
eine Erfindung ein Patent erteilt wer-
den kann’', hat absolute Geltung. In
Artikel 54 EPU heiBt es im einzelnen:

“1) Eine Erfindung gilt als neu, wenn
sie nicht zum Stand der Technik
gehort.

2) Den Stand der Technik bildet alles,
was vor dem Anmeldetag der euro-
paischen Patentanmeldung der
Offentlichkeit durch schriftliche oder
mundliche Beschreibung, durch
Benutzung oder in sonstiger Weise
zuganglich gemacht worden ist.”

In Artikel 55 EPU sind allerdings zwei
Arten unschidlicher Offenbarungen
vorgesehen. Danach ist die Offenba-
rung der Erfindung vor dem Anmel-
detag der Patentanmeldung fur die
Erfindung nicht neuheitsschadlich,
wenn sie zurtickgeht:

GPA-Ubersetzung des von der Kommission in
franzésischer Sprache abgefaBten Berichts.

' Artikel 52 (1) EPU: "Europaische Patente werden fiir
Erfindungen erteilt, die neu sind, auf einer erfinde-
rischen Tatigkeit beruhen und gewerblich anwendbar
sind”.

INTERNATIONAL TREATIES

European Union

A hearing of the interested parties on
a grace period for patents was held in
Brussels on 5 October 1998. The con-
clusions of that hearing have been
summarised by the European Com-
mission in the following report*.

Report on the hearing of 5 October
1998 on a grace period for patents

The main purpose of this report is to
set out the arguments and ideas put
forward during the hearing. Explana-
tions are given where they are neces-
sary for a better understanding of the
arguments. By way of introduction,
the report describes the European
legal context. The conclusions of the
hearing are set out at the end.

The European legal context

The European legal context was
introduced with reference to the
Munich Convention on the Grant of
European Patents (European Patent
Convention, EPC).

European law does not provide for a
grace period. The requirement of
novelty is an absolute condition for
the granting of a patent’. Article 54 of
the Convention states:

(1) An invention shall be considered
to be new if it does not form part of
the state of the art.

(2) The state of the art shall be held
to comprise everything made avail-
able to the public by means of a
written or oral description, by use, or
in any other way, before the date of
filing of the European patent
application.”

Article 55, however, provides for two
types of non-prejudicial disclosures,
ie disclosures of the invention which
were made prior to the date on which
the application was filed and which
do not compromise the novelty of the
invention. The disclosures in ques-
tion are those which are due to, or in
consequence of:

* English version of the report drawn up by the
Commission.

' Article 52(1) of the EPC states: "European patents shall
be granted for any inventions which are susceptible of
industrial application, which are new and which
involve an inventive step.”

TRAITES INTERNATIONAUX

Union européenne

Une audition des milieux intéressés
relative au délai de grace en matiere
de brevets d'invention a eu lieu a
Bruxelles le 5 octobre 1998. La Com-
mission européenne a résumé les
conclusions de cette audition dans le
compte rendu figurant ci-apres*.

Compte rendu de I'audition du

5§ octobre 1998 relative au délai de
grace en matiere de brevets d'inven-
tion

Le principal objectif du présent
compte rendu est de présenter les
arguments et les idées échangés au
cours de l'audition. Lorsque cela
s’'avere nécessaire a la compréhen-
sion de ce qui est relaté, des explica-
tions complémentaires sont données.
En introduction, le contexte juridique
européen est situé. Les conclusions
de l'audition sont reprises 4 la fin du
présent compte rendu.

Le contexte juridique européen

Le contexte juridique européen est
abordé au travers de la Convention
de Munich sur la délivrance de bre-
vets européens (CBE).

En Europe, le délai de grace n'est pas
reconnu. En effet, la condition de
nouveauté qui doit étre respectée
pour obtenir un brevet d’invention' a
une portée absolue. L'article 54 CBE
précise :

"1) Une invention est considérée
comme nouvelle si elle n'est pas
comprise dans I'état de la technique.
2) L'état de la technique est constitué
par tout ce qui a été rendu accessible
au public avant la date de dépot de la
demande de brevet européen par une
description écrite ou orale, un usage
ou tout autre moyen”.

En son article 55, la CBE prévoit
toutefois deux types de divulgations
non opposables, c’est-a-dire des
divulgations de l'invention avant la
date de dépot de la demande de
brevet qui ne remettent pas en cause
la nouveauté de I'invention. Il s’agit :

* Texte officiel du compte rendu rédigé par la Commis-
sion.

' Art. 52 CBE (1) Les brevets européens sont délivrés
pour les inventions nouvelles impliquant une activité
inventive et susceptibles d'application industrielle”.
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"a) auf einen offensichtlichen MiB3-
brauch zum Nachteil des Anmelders
oder seines Rechtsvorgangers oder

b) auf die Tatsache, daB3 der Anmel-
der oder sein Rechtsvorganger die
Erfindung auf amtlichen oder amtlich
anerkannten Ausstellungen im Sinn
des am 22. November 1928 in Paris
unterzeichneten und zuletzt am

30. November 1972 revidierten Uber-
einkommens Uber internationale Aus-
stellungen zur Schau gestelit hat. ”

In der Rechtsprechung des Europai-
schen Patentamts (EPA) hat sich im
Lauf der Jahre immer wieder Gele-
genheit zur genaueren Abgrenzung
des Begriffs der absoluten Neuheit
geboten?.

Der Begriff der "Offentlichkeit” ist
danach so zu verstehen, daB eine
Information der Offentlichkeit
zuganglich ist, wenn auch nur ein
einziges Mitglied derselben die Mog-
lichkeit hatte, die Information zu
erlangen und zu verstehen, und keine
Geheimhaltungspflicht bestand.
Somit genuigt ein einziger Verkauf,
um den verkauften Gegenstand der
Offentlichkeit zuganglich zu machen,
sofern der Kaufer nicht zur Geheim-
haltung verpflichtet wurde. Es
braucht nicht nachgewiesen zu wer-
den, daB andere tatsachlich Kenntnis
von dem Gegenstand hatten. War
allerdings die Person, die die Mog-
lichkeit der Kenntnisnahme hatte, zur
Geheimhaltung verpflichtet, dann
wird davon ausgegangen, daf3 die
Erfindung der Offentlichkeit nicht
zugéanglich geworden ist.

Die Geheimhaltungsverpflichtung
muB sich nach der Rechtsprechung
des EPA aus einer ausdrticklichen
Vereinbarung ergeben. Problema-
tisch sind die Falle einer stillschwei-
genden Geheimhaltungsvereinba-
rung oder solche, in denen sich die
Geheimhaltungsverpflichtung aus
den Umstédnden ergibt. So kann eine
technische Beschreibung, die an Kun-
den verteilt wurde, nicht als geheime
Information betrachtet werden. Bei
Verkaufsverhandlungen erscheint die
Rechtsprechung des EPA dagegen
weniger streng, sondern neigt dazu,
das Vorhandensein einer Geheimhal-
tungspflicht zu bejahen. Dasselbe
gilt, wenn Dritten zu Analyse- oder
Testzwecken eine Probe uberlassen
wird.

"Zugénglich gemacht” ist eine Infor-
mation nach Auffassung der
Beschwerdekammern des EPA schon
dann, wenn die theoretische Mog-

? Die angefiihrten Beispiele sind der 1996 vom Euro-
paischen Patentamt in Minchen herausgegebenen
Veroffentlichung "Rechtsprechung der Beschwerde-
kammern des Européaischen Patentamts” entnommen.

"(a) an evident abuse in relation to
the applicant or his legal predeces-
sor, or

(b) the fact that the applicant or his
legal predecessor has displayed the
invention at an official or officially
recognised, international exhibition
falling within the terms of the Con-
vention on international exhibitions
signed at Paris on 22 November 1928
and last revised on 30 November
1972."

The case law of the European Patent
Office (EPO) has on numerous occa-
sions defined the principle of abso-
lute novelty?.

The word “public”, for example,
applies to all information which is
accessible to the public, even in
cases where one person who is not
bound to secrecy has had the possi-
bility of obtaining and understanding
the information. In other words, a
single sale of the item is enough to
make it accessible to the public, on
condition that the buyer is not bound
by an obligation to respect its confi-
dentiality. It is not necessary to prove
that other persons have a knowledge
of the item. However, if the person
who had the possibility of obtaining
the information was bound to
secrecy, the invention is not deemed
to have been made accessible to the
public.

EPO case law states that the obliga-
tion of confidentiality must derive
from an express agreement. Tacit
agreements or agreements deriving
from circumstances are problematic.
For example, a technical description
circulated among customers cannot
be regarded as secret information.
Nevertheless, EPO case law appears
to be more flexible in the case of
sales negotiations, where there is a
tendency to acknowledge the obliga-
tion of confidentiality. This is also the
case where a sample is given to a
third party for analysis or tests.

The Appeals Boards consider there to
be "accessibility” where there is a
theoretical possibility of a person
becoming privy to an item of infor-

2 The exampl;quoted here are taken from the Case
Law of the Boards of Appeal of the European Patent
Office, Munich, 1996.

"a) d'un abus évident a I'égard du
demandeur ou de son prédécesseur
en droit ou

b) du fait que le demandeur ou son
prédécesseur en droit a exposé I'in-
vention dans des expositions offi-
cielles ou officiellement reconnues au
sens de la Convention concernant les
expositions internationales, signée a
Paris le 22 novembre 1928 et révisée
en dernier lieu le 30 novembre 1972".

La jurisprudence de I'Office européen
des brevets (OEB), au fil des années,
a eu l'occasion de préciser a de
nombreuses reprises le principe de la
nouveauté absolue?.

Ainsi, le terme "public” doit s'en-
tendre de toute information qui est
accessible au public, méme dans le
cas ol une seule personne non tenue
au secret a eu la possibilité de pren-
dre connaissance de I'information et
de la comprendre. En conséquence,
une seule vente suffit pour rendre
I'objet de la vente accessible au pu-
blic, sous réserve que I'acheteur ne
soit pas lié par une obligation de
confidentialité. Il n'est pas nécessaire
de prouver que d’autres personnes
ont effectivement eu connaissance de
I'objet. Toutefois, lorsque la personne
qui avait la possibilité de prendre
connaissance de l'invention était
tenue au secret, il est estimé que I'in-
vention n’a pas été rendue accessible
au public.

La jurisprudence de I'OEB précise
que l'obligation de confidentialité
doit découler d'un accord expres. Les
accords de confidentialité tacites ou
ceux découlant des circonstances
font probleme. Ainsi, une description
technique distribuée a la clientele ne
peut étre considérée comme une
information secrete. Cependant, la
jurisprudence de I'OEB semble étre
plus souple dans le cas de pourpar-
lers de vente : il y a une tendance 3
reconnaitre I'existence d’'une obliga-
tion de confidentialité. Il en est de
méme lorsqu’un échantillon est
confié a un tiers aux fins d'analyse ou
a des fins d’'essais.

Pour les chambres de recours de
I'OEB, il y a "accessibilité” des qu'il
est théoriquement possible de
prendre connaissance d’une informa-

des Chambres de recours de I'Office européen des
brevets”, publication de I'Office européen des brevets,
Munich, 1996.
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lichkeit der Kenntnisnahme

besteht. Es genugt also, wenn die
Offentlichkeit die Méglichkeit hatte,
von einer Information Kenntnis zu
nehmen. Die Zuganglichmachung
héangt nicht davon ab, daf3 irgendein
Mitglied der Offentlichkeit von der
Moglichkeit der Kenntnisnahme
gewuBt und sie tatséchlich genutzt
hat.

Im Hinblick auf die unschidlichen
Offenbarungen enthalt die Recht-
sprechung des EPA auch einige Ent-
scheidungen zur Frage des offen-
sichtlichen MiBbrauchs. Grundsatz-
lich liegt ein offensichtlicher MiB3-
brauch dann vor, wenn klar und
unzweifelhaft feststeht, daB ein Drit-
ter ohne Genehmigung in Schadi-
gungsabsicht oder in Kenntnis seiner
Nichtberechtigung unter Inkauf-
nahme eines Nachteils fur den Erfin-
der oder unter Verletzung eines Ver-
trauensverhaltnisses anderen Perso-
nen die erhaltene Information mitge-
teilt hat. Die Absichten, die derjenige
verfolgt, der miBbrauchlich handelt,
spielen dabei eine entscheidende
Rolle.

Angesichts der vorstehenden Aus-
fuhrungen ist ohne weiteres nach-
voliziehbar, daf3 die Neuheitsschon-
frist im européischen Patentrecht
nicht anerkannt wird. Eine Schonfrist
wiurde bedeuten, daB3 ein Erfinder
seine Erfindung wahrend einer
bestimmten befristeten Zeitspanne
vor Einreichung einer Patentanmel-
dung offenbaren kénnte, ohne daf3
dadurch die Neuheit der Erfindung in
Frage gestellt ware.

Die Argumente

Im folgenden soll zunichst auf die
Argumente fur die Einfuhrung einer
Schonfrist und dann auf die Gegen-
argumente eingegangen werden.

Argumente fur die Einfiihrung einer
Schonfrist

Vor der Anhérung am 5. Oktober
1998 war in dem Fragebogen, den die
zustindigen Stellen der Kommission
den interessierten Kreisen zugeleitet
hatten, davon ausgegangen worden,
daB eine Schonfrist vor allem For-
schern auBerhalb der Industrie, Ein-
zelerfindern und den KMU zugute
kédme. Die Anhérung am 5. Oktober
1998 hat gezeigt, daB im wesent-
lichen den Forschern auBerhalb der
Industrie und vor allem Einzelerfin-
dern an der Schonfrist gelegen ist.
Nachstehend wird zunachst die
Begriuindung der Forscher wieder-
gegeben.

mation. It is therefore sufficient for
the public to have had the possibility
of becoming privy to the information.
It is not necessary for a member of
the public to have known that this
possibility existed and effectively to
have become privy to the
information.

As regards non-prejudicial disclo-
sures, EPO case law contains a num-
ber of decisions relating to evident
abuse. Basically, evident abuse exists
where it is clearly apparent that a
third party has not been authorised
to communicate to others the infor-
mation to which he is privy. Thus,
evident abuse exists where there is
an intention to damage the interests
of the inventor, or where a third party
acts in such a way as to risk damag-
ing those interests, or where a third
party violates an agreement on con-
fidentiality which he has entered into
with the inventor. A decisive element
in deciding whether there is evident
abuse is the intention of the person
perpetrating that abuse.

In the light of the above, it is easy to
see why a grace period is not recog-
nised under European patent law. A
period of grace would give the inven-
tor the possibility, during a limited
period, of disclosing his invention
prior to filing a patent application,
without that disclosure affecting the
novelty of the invention.

The arguments

The arguments in favour of a grace
period are set out first, followed by
the arguments against.

The arguments in favour of a grace
period

Prior to the hearing of 5 October
1998, in the questionnaire which the
Commission sent to the interested
parties, the potential beneficiaries of
a grace period were divided into the
following categories of inventors:
non-industrial researchers, inde-
pendent inventors and SMEs. The
hearing of 5 October 1998 revealed
that it is basically non-industrial
researchers and, above all, inde-
pendent inventors who have specific
requirements in this connection.
The arguments put forward by
researchers are set out first.

tion. Ainsi, il suffit que le public ait eu
la possibilité de prendre connais-
sance d'une information. Il n'est pas
nécessaire qu'une personne du
public ait su que cette possibilite
existait et ait effectivement pris
connaissance de l'information.

En ce qui concerne les divulgations
non opposables, la jurisprudence de
"OEB comporte quelques décisions
concernant I'abus évident. Fonda-
mentalement, il y a abus évident s'il
apparait de maniere claire et indu-
bitable qu'un tiers n'a pas été auto-
risé a communiquer a d'autres per-
sonnes l'information recue. Ainsi, il y
a abus évident lorsqu’il y a intention
de nuire, lorsqu’un tiers agit en
prenant le risque de causer un pré-
Judice a I'inventeur ou lorsqu’un tiers
ne respecte pas I'accord de confiden-
tialité qui le lie a I'inventeur. Pour
qu'il y ait abus évident, I'état d'esprit
de l'auteur de I'abus est un élément
décisif.

Compte tenu de ce qui précede, on
comprend sans difficulté que le délai
de grace n’est pas reconnu au sein
du droit européen des brevets. En
effet, le délai de grace consisterait en
la possibilité qui serait donnée a un
inventeur, pendant un temps limite,
de divulguer son invention avant le
dépot d’une demande de brevet, sans
que cette divulgation puisse mettre
en cause la nouveauté de I'invention.

Les arguments

Dans un premier temps, les argu-
ments en faveur de I'introduction
d’un délai de grace sont abordeés.
Ensuite, les arguments contre sont
explicités.

Les arguments en faveur de
I'introduction d'un délai de grace

Avant I'audition du 5 octobre 1998,
dans le cadre du questionnaire que
les services de la Commission ont
communiqué aux milieux intéressés,
les bénéficiaires potentiels du délai
de grace étaient avant tout présentés
comme pouvant appartenir aux caté-
gories d'inventeurs suivantes : les
chercheurs non industriels, les inven-
teurs indépendants et les PME.
L'audition du 5 octobre 1998 a permis
de constater que ce sont fondamen-
talement les chercheurs non indus-
triels et surtout les inventeurs
indépendants qui ont exprimé des
besoins spécifiques en la matiere.
Les arguments mis en avant par les
chercheurs seront d'abord abordés.
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Ziel eines jeden Forschers ist primar
die Mehrung des naturwissenschaft-
lichen Kenntnisstandes. Vor diesem
Hintergrund ist die wirtschaftliche
Bedeutung, die Forschungsergeb-
nisse erlangen konnten, fur ihn kein
ausreichender Motivationsfaktor.

Er empfindet die Erfordernisse des
Patentrechts vor allem als Zwang
neben einigen anderen Sachzwan-
gen, mit denen sich die Forscher
zunehmend konfrontiert sehen, wie
Werbung, Marketing und Entwick-
lungsforschung.

Andererseits haben die Forscher ihr
eigenes Bewertungssystem. Was
zéhlt, sind Veroffentlichungen in wis-
senschaftlichen Fachzeitschriften mit
wissenschaftlichem Gutachtergre-
mium. Eine Anmeldung zum Patent
hat wenig Gewicht.

Durch das Internet wird die Situation
noch komplizierter, da jeder Forscher
seine neuesten Ergebnisse sofort
publik machen kann. In der Biotech-
nologie ist dieses Phdnomen beson-
ders ausgepragt.

Notwendig ist letztlich eine geeignete
Aufklirung tber die Erfordernisse
des Patentrechts. Bis dahin kann es
sich aber niemand leisten, Erfindun-
gen zu verlieren.

In diesem Sinne muB die Schonfrist
als rechtlich vertretbare Losung ver-
standen werden, auch wenn sie kein
Allheilmittel ist. Die Schonfrist kann
nur eine KompromiBlésung sein,
durch die sich die Moglichkeit bietet,
unterlaufene Fehler wiedergutzu-
machen. Es geht darum, ein Sicher-
heitsnetz zu spannen. In Frankreich
hat eine Arbeitsgruppe dem Ministe-
rium far Bildung, Forschung und
Technologie einen Bericht zu dieser
Frage vorgelegt. Darin sind folgende
Modalitaten far die Schonfrist vorge-
sehen:

1) Da in Europa das Erstanmelder-
prinzip gilt®, darf die Schonfrist nicht
wie eine Prioritat wirken, sondern nur
Immunitéat verleihen; sie darf also
nicht die Prioritéatsfrist in Lauf setzen
und soll den Erfinder oder seinen
Rechtsnachfolger schiitzen und auch
Offenbarungen Dritter abdecken, die
die Offenbarung des Erfinders ganz
oder teilweise wiedergeben oder
aufgreifen.

* Vom Erstanmelderprinzip wird gesprochen, weil der-
jenige, der die Erfindung zum Patent anmeldet, als
berechtigt gilt, das Recht auf das Patent geltend zu
machen, auch wenn er nicht der Erfinder ist. Letzterer
hat gegeniiber dem Inhaber der Patentanmeldung
Anspruch darauf, als Erfinder genannt zu werden. In
den Vereinigten Staaten gilt hingegen das Ersterfin-
derprinzip: Hier kann nur derjenige, der die Erfindung
gemacht hat, das Recht auf das Patent geitend
machen.

Essentially, the aim of the researcher
is to increase the sum of scientific
knowledge. The economic signifi-
cance of the results of his research
does not appear to be a sufficiently
motivating element.

The requirements of patent law are
basically perceived as constraints
which exist alongside other require-
ments which are increasingly
imposed on researchers: advertising,
marketing and development
research.

On the other hand, inventors have
their own, special system of evalua-
tion, essentially involving publica-
tion in scientific journals which have
their own scientific committees. The
mere fact of filing an application
counts for little.

In the age of the Internet, the situa-
tion is becoming even more compli-
cated: every researcher has the possi-
bility of disseminating his latest
results immediately. This phenome-
non is especially familiar in the field
of biotechnology.

Increasing the awareness of the
requirements of patent law is essen-
tial. In the meantime, however, an
inventor cannot allow his invention
to slip through his fingers.

This is why a period of grace should
be regarded as a legally acceptable
solution, though certainly not as a
panacea. A grace period can be no
more than a compromise solution
which allows inventors to correct
their mistakes. It would provide them
with a safety net. In France, a work-
ing party has submitted a report on
this issue to the Ministry of National
Education, Research and Technology,
in which it recommends that a grace
period have the following
characteristics:

(1) Given the “first to file” system
which operates in Europe?, a grace
period could not determine priority,
but only give immunity, ie it should
not give priority and protect the
inventor or his successor and also
cover disclosures by third parties
which reproduce or repeat, in full or
in part, the disclosure made by the
inventor;

* The expression "first to file” system refers to the fact
that it is the first applicant who is entitied to hotd and
exercise the patent right, even if he is not the inventor.
The United States, by contrast, operates a "first to
invent” system: only the inventor has the right to the
patent on his invention.

Fondamentalement, I'objectif d’'un
chercheur est d’accroitre la culture
scientifique. Dans ce cadre, I'impor-
tance économique que pourraient
prendre les résultats d'une recherche
n’'apparait pas comme étant un
élement suffisamment motivant.

Les exigences liées au droit des
brevets sont avant tout considérées
comme une source de contrainte, a
coteé d'autres exigences s'imposant
de plus en plus aux chercheurs : la
promotion, le marketing, la recher-
che-développement.

D’autre part, les chercheurs connais-
sent un systéme d’évaluation qui
leur est propre. Ce sont les publica-
tions dans des revues scientifiques
avec comité scientifique qui sont
essentielles. Le fait de déposer des
demandes de brevets importe peu.

Aujourd’hui, du fait d'Internet, la
situation se complique encore plus :
chaque chercheur a la possibilité de
diffuser immeédiatement ses derniers
résultats. Ce phénomene se constate
particulierement en biotechnologie.

La formation aux exigences du droit
des brevets est essentielle. Mais,
pendant ce temps, on ne peut pas se
permettre de perdre des inventions.

C’est ainsi que le délai de grace doit
se concevoir comme une solution
Juridiquement acceptable, tout en
n'étant pas une panacée. Le délai de
grace ne peut étre qu'une solution de
compromis permettant a ceux qui
ont fait une erreur de la rattraper. ||
s'agit de disposer d’un filet de sécu-
rité. En France, un groupe de travail a
transmis un rapport sur cette ques-
tion au Ministere de I'Education
Nationale, de la Recherche et de la
Technologie. Les caractéristiques
envisageées pour un délai de grace
sont les suivantes :

1) compte tenu du systéme du pre-
mier déposant existant en Europe?, le
délai de grace ne peut pas étre de
type prioritaire, mais de type immu-
nitaire, c’est-a-dire qu’il ne doit pas
faire courir le délai de priorité et pro-
téger que l'inventeur ou son ayant
droit et couvrir également les divul-
gations de tiers reproduisant ou
reprenant en tout en partie la divul-
gation de l'inventeur ;

¥ On parle du systéme du premier déposant car c'est
celui qui dépose I'invention qui est réputé habilité 2
exercer le droit au brevet, méme si ce n'est pas
l'inventeur. Ce demier ayant le droit, a I'égard du
titulaire de la demande de brevet, d'étre désigné en
tant que tel. Contrairement au systéme du premier
déposant, les Etats-Unis connaissent le systeme du
premier inventeur : seul celui qui a inventé peut
exercer son droit au brevet.
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2) Eine Schonfrist sollte zumindest
auf européischer Ebene, vorzugs-
weise aber weltweit eingefuhrt wer-
den.

3) Die Schonfrist solite fur alle
Gebiete der Technik und jede Form
der Veroffentlichung gelten.

4) Die Schonfrist solite nur als Aus-
nahmeregelung verstanden werden,
die an strikte Bedingungen geknupft
ist (Einreichung der Patentanmel-
dung innerhalb von 6 Monaten nach
der Offenbarung, Erkldrung des
Anmelders und Entrichtung einer
Gebuhr).

Bei EinfUhrung einer derartigen
Schonfrist bestiinde keine Notwen-
digkeit, in Europa das Erstanmelder-
prinzip aufzugeben und das in den
Vereinigten Staaten angewandte
Ersterfinderprinzip zu ibernehmen.
Letzteres gilt als Gberaus komplizier-
tes System, weil der Zeitpunkt der
Erfindung ermittelt werden muf3 und
dies an sich nichts mit der Schonfrist
zu tun hat*.

Als Beispiel fur das gelungene
Nebeneinander von Schonfrist und
Erstanmelderprinzip wird Artikel 28.2
des kanadischen Gesetzes angefuhrt:

1) Der von einem Anspruch defi-
nierte Gegenstand in einer Patentan-
meldung ... darf nicht offenbart wor-
den sein a) mehr als ein Jahr vor
dem Tag der Einreichung durch den
Anmelder oder durch eine Person,
die direkt oder indirekt vom Anmel-
der in einer Weise Kenntnis erlangte,
daB der Anmeldegegenstand fur die
Offentlichkeit in Kanada oder ande-
renorts zugéanglich wurde; b) vor dem
Anspruchsdatum durch eine nicht
unter Buchstabe a genannte Person
in einer Weise, daBB der Gegenstand
fur die Offentlichkeit in Kanada oder
anderenorts zuganglich wurde ...".

Die Einzelerfinder fordern eine allge-
meine Schonfrist von 12 Monaten.
Aus ihrer Sicht wird damit nicht
unbedacht Offenbarungen Vorschub
geleistet. Ihnen geht es darum, die
Neubheit von Erfindungen zu scht-
zen, deren Inhalt die Erfinder notge-
drungen offenbaren muissen, weil sie
die Finanzierung sichern oder Tests
durchfihren mussen, um sich zu ver-
gewissern, daB ihre Erfindung funk-

* Nach Artikel 102 b) des Titels 35 des United States
Code besteht unter folgenden Voraussetzungen
Anspruch auf ein Patent: "die Erfindung darf nicht
mehr als ein Jahr vor dem Tage ihrer inlandischen
Anmeidung zum Patent im In- oder Ausland patentiert
oder in einer in- oder ausldndischen 6ffentlichen
Druckschrift beschrieben oder im Inland offenkundig
benutzt oder verkauft worden sein.”

(2) A grace period should be insti-
tuted at least at European level, and
preferably at world level;

(3) A grace period must cover all
fields of technology and all forms of
publication;

(4) A grace period must be an excep-
tional practice which is hedged about
by constraining conditions (filing of a
patent application within six months
of the disclosure, declaration by the
applicant and payment of a fee).

The grace period envisaged in the
report would not in any way require
Europe to abandon the "first to file”
system in favour of the “first to
invent” system practised in the
United States. The American system
is felt to be highly complex because it
makes it necessary to establish the
date of the invention which, in itself,
has no bearing on the period of
grace®.

Article 28.2 of the relevant Canadian
law is an example of how a period of
grace can happily co-exist with a
"first to file” system:

“(1) The subject-matter defined by a
claim in an application for a patent in
Canada (the "pending application”)
must not have been disclosed (a)
more than one year before the filing
date by the applicant or by a person
who obtained knowledge directly or
indirectly, from the applicant, in such
a manner that the subject-matter
became available to the public in
Canada or elsewhere; (b) before the
claim date by a person not men-
tioned in paragraph (a) in such a
manner that the subject-matter
became available to the public in
Canada or elsewhere;

Independent inventors are asking for
a general grace period of 12 months.
The aim is not to encourage disclo-
sures, but to protect the novelty of
inventions whose subject-matter can
only be disclosed by the inventors,
either because they are seeking
financial backing, or have to perform
tests in order to confirm that their
inventions work, or because they
wish to make their inventions known

* Section 102(b) of Titie 35 of the United States Code
states: “(A person shall be entitled to a patent unless)
the invention was patented or described in a printed
publication in this or a foreign country or in public use
or on sale in this country, more than one year prior to
the date of the application for patent in the United
States, ...".

2) Vinstitution d'un délai de grace
devrait se faire au minimum au
niveau européen et de préférence au
niveau mondial ;

3) le délai de grace devrait couvrir
tous les domaines de la technique et
toutes les formes de publications ;

4) il ne devrait s'agir que d'une
pratique exceptionnelle s’accompa-
gnant de conditions contraignantes
(depot de la demande de brevet dans
les 6 mois de la divulgation, déclara-
tion du déposant et paiement d'une
taxe).

Le délai de grace ainsi envisagé n'im-
poserait aucunement que I'Europe
renonce au principe du premier
déposant pour passer au principe du
premier inventeur, tel que celui-ci est
pratiqué aux Etats-Unis. Ce systeme
est considéré comme étant trés com-
plexe car il nécessite d'établir la date
de l'invention, ce qui, en soi, n'a rien
a voir avec le délai de grace®.

L'article 28.2 de la loi canadienne est
cité en exemple de la coexistence
heureuse du délai de grace et d'un
systeme de premier déposant

"1) L ‘objet que définit la revendica-
tion d'une demande de brevet ne doit
pas : a) plus d'un an avant le dépot
de celle-ci, avoir fait, de la part du
demandeur ou d’un tiers ayant
obtenu de lui I'information a cet
égard de facon directe ou autrement,
I'objet d’'une communication qui I'a
rendu accessible au public au Canada
ou ailleurs ; b) avant la date de la
revendication, avoir fait, de la part
d’une autre personne, |'objet d'une
communication qui I'a rendu acces-
sible au public au Canada ou

ailleurs ; ... "

Les inventeurs indépendants reven-
diquent un délai de grace général de
12 mois. Il ne s’agit pas d’encourager
inconsidérément les divulgations. Ii
s'agit de protéger la nouveauté d'in-
ventions dont le contenu ne peut étre
que divulgué par les inventeurs : soit
parce qu'ils recherchent du finance-
ment, sont confrontés a la nécessité
de faire des tests pour vérifier que
leur invention fonctionne, désirent

¢ Suivant I'article 102 b) du Titre 35 du Code des Etats-
Unis d’Amérique "[une personne a droit & un brevet
sauf] si I'invention a été brevetée ou décrite dans une
publication imprimée dans ce pays ou a I'étranger, ou
était d'usage public ou en vente dans ce pays, plus
d’un an avant la date de dépot de la demande de
brevet aux Etats-Unis”.
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tioniert, weil sie ihre Erfindung
bekanntmachen wollen oder weil sie
diese offenbaren, ohne zu wissen,
daf3 sie mit gutem Grund eine Patent-
anmeldung einreichen konnten.

Wenn sich der Erfinder zu frih
Gedanken uber die Einleitung eines
Anmeldeverfahrens machen muB3,
wird moglicherweise der Erfindungs-
prozeB gehemmt. Zudem kostet die
Anmeldung den Einzelerfinder Geld,
das er anderweitig hétte brauchen
konnen, um die Arbeit an seiner
Erfindung abzuschlieBen.

Hingewiesen wurde auch darauf, da3
die Offenbarung in bestimmten Wirt-
schaftszweigen unumgénglich sei, so
bei der Entwicklung landwirtschaft-
licher Geréte, bei der Schuhherstel-
lung oder im medizinischen Bereich
bei der Herstellung orthopéadischer
Bandagen®.

Im deutschen Recht gab es vor des-
sen Anpassung an das EPU eine
Schonfristregelung, ohne daBB
schwerwiegende Probleme aufgetre-
ten waren. Im deutschen Gebrauchs-
mustergesetz besteht die Schonfrist
immer noch.

Argumente gegen die Einfiihrung
einer Schonfrist

Die Gegenargumente kamen von den
Vertretern der Industrie und den
beim EPA zugelassenen Vertretern.
Die Gegner betonten vor allem, da3
die Investitionsentscheidungen, die
Unternehmen unabhéngig von ihrer
GroBe treffen mussen, keine trag-
fahige Grundlage mehr hétten, wenn
sie mit zu vielen Unwiégbarkeiten
behaftet wéaren. Entscheidend fir den
Schutz der Investitionen sind Wert
und Bestandskraft der jeweiligen
Patente.

Eine Erfindung erlangt erst dann wirt-
schaftliche Bedeutung, wenn sie
patentiert ist und gewerblich verwer-
tet wird. In diesem Rahmen wire die
Schonfrist nur ein Faktor der
Unsicherheit.

Wenn beispielsweise etwas veroffent-
licht wird und wirtschaftlich interes-
sant erscheint, wird diese ldee unter
den gegebenen Wettbewerbsbedin-
gungen gerne von anderen aufgegrif-
fen. Ist jedoch ungewiB, ob aus

$ Zu Erfindungen auf dem Gebiet der Medizin ist anzu-
merken, daB in Europa Verfahren zur chirurgischen
oder therapeutischen Behandlung des menschlichen
oder tierischen Kérpers und Diagnostizierverfahren,
die am menschlichen oder tierischen Korper vorge-
nommen werden, nicht patentfahig sind (Art. 52 (4)
EPQ). In den Vereinigten Staaten ist dies nicht der Fall.

or disclose them without knowing if
they may be required to file a patent
application.

If an inventor is forced too early to
initiate a patent application, he risks
freezing an inventive process. More-
over, a patent application may
require an independent inventor to
spend funds which he needs in order
to bring his invention to completion.

It was pointed out that certain indus-
trial sectors may have no alternative
to disclosure (eg the development of
agricultural machinery, the manu-
facture of footwear or, in the medical
field®, orthopaedic bandages).

Before it was brought into line with
the EPC, German law provided for a
grace period which failed to produce
a single disaster. A grace period still
applies under German law on utility
models.

The arguments against introduction
of a grace period

These arguments were put forward
by the industrial sector and European
professional representatives before
the EPO. Essentially, the arguments
rest on the assumption that compa-
nies, irrespective of their size, cannot
reasonably decide to invest if too
much risk is involved: part of the
value of patents is their power to
protect investments.

An invention has no economic sig-
nificance until it has been patented
and commercialised. A grace period
would only serve to create
uncertainty.

For example, once an invention has
been published and appears promis-
ing in terms of potential commercial
returns, competitors will attempt to
reproduce it. If there is any uncer-
tainty regarding the patent likely to

® In connection with inventions in the medical field, it
should be noted that, in Europe, methods of surgical
or therapeutic treatment of the human or animal body
and the methods of diagnosis applied to the human or
animal body are not patentable (Article 52(4), EPO).
This is not the case in the United States.

faire connaitre leur invention ou la
divulguent sans savoir qu'ils pour-
raient étre amenés a déposer une
demande de brevet.

Si I'inventeur doit s'occuper trop tot
d'initier une procédure de dépot
d’une demande de brevet, on risque
de figer un processus inventif. De
plus, l'inventeur indépendant y
dépensera I'argent dont il aurait pu
avoir besoin ailleurs, pour finaliser
son invention.

Il a été aussi signalé que certains sec-
teurs industriels ne pouvaient pas se
passer de divulguer : pour la mise au
point de machine agricole, la fabri-
cation de chaussures ou de bandages
orthopédiques, dans le domaine
médical®.

La législation allemande, avant de
s'aligner sur le contenu de la CBE, a
connu un systéme de délai de grace
et rien de catastrophique n'en a
résulté. D'ailleurs, le délai de grace
existe toujours dans le cadre de la loi
allemande sur les modeles d’utilité.

Les arguments contre l'introduction
d'un délai de grace

lls ont été exprimés par les repré-
sentants du monde industriel et des
mandataires agréés européens
aupres de I'OEB. lIs ont fondamen-
talement souligné que les décisions
d’'investissements devant étre prises
par les sociétés, quelle que soit leur
taille, ne pourraient plus étre valable-
ment prises s'il y a trop de risques.
En effet, la valeur des brevets sus-
ceptibles de protéger les investisse-
ments est essentielle.

Une invention n’a une signification
économique qu’a partir du moment
ou elle est brevetée et commerciali-
sée. Dans ce cadre, le délai de grace
ne pourrait que créer de l'incertitude.

Ainsi, si une publication est faite, et
que celle-ci parait prometteuse quant
aux retombées commerciales qui
pourraient en découler, vu la concur-
rence, cela va créer une émulation.
Mais s'il y a une incertitude quant au

* A propos des inventions relevant du domaine meédical,
il doit étre noté que, en Europe, les méthodes de
traitement chirurgical ou thérapeutique du corps
humain ou animal et les méthodes de diagnostic
appliquées au corps humain ou animal ne sont pas
brevetables (art. 52(4) CBE). Tel n’est pas le cas aux
Etats-Unis.
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dieser Veroffentlichung moglicher-
weise ein Patentrecht hervorgeht, so
werden die Investitionsentscheidun-
gen erheblich erschwert, und dar-
unter leidet auch der Wettbewerb.

Auch wenn die Wettbewerber davon
ausgehen, daB auf die Veroffentli-
chung eine Patentanmeldung folgen
konnte, vermag niemand mit Sicher-
heit vorauszusagen, welcher Schutz-
bereich in der Anmeldung bean-
sprucht werden konnte.

Abgesehen von dem Hinweis auf die
im Gefolge der Schonfrist befiirchtete
Rechtsunsicherheit kam auch der
Einwand, es lieBe sich wohl von
niemandem verhindern, daB die erste
Veréffentlichung in einer zweiten
Veroffentlichung - gutglaubig oder
nicht - aufgegriffen wird; dann aber
drohten langwierige Rechtsstreitig-
keiten dariiber, wer zur Veroffentli-
chung berechtigt war.

Des weiteren wurde vorgebracht, daB
die amerikanische Wettbewerbs-
starke nicht mit der Schonfrist
zusammenhange und die Schonfrist
in den Vereinigten Staaten wenig in
Anspruch genommen werde. Es
wurde die Auffassung vertreten, daf3
durch die Einfuhrung einer Schonfrist
in Europa vor allem die amerikani-
schen und japanischen Anmelder bei
der Ertangung von Patentschutz in
Europa begtinstigt wirden - und
nicht umgekehrt -, wenn Europa am
Erstanmelderprinzip festhalt, weil die
Inanspruchnahme der Schonfrist in
den Vereinigten Staaten und in Japan
an bestimmte Erfordernisse geknupft
ist.

Es wurde betont, daB die derzeitigen
Verhaltnisse nicht mehr den Gege-
benheiten in den siebziger Jahren
entsprechen. Die Lage hat sich gean-
dert. Was damals galt, trifft heute
nicht mehr zu, zumal die KMU entge-
gen manchen Annahmen in Wirklich-
keit dieselben Probleme haben wie
die GroBindustrie.

Die akademische Veroffentlichungs-
tradition ist ein Faktum. Wenn die
Hochschulen aber voll in die Wirt-
schaftswelt einsteigen wollen, mus-
sen die bisherigen Gewohnheiten
geandert werden. Es muBB umgedacht
werden. Durch eine entsprechende
Aufklarung durften sich hier gewisse
Verbesserungen erreichen lassen,
wobei allerdings keineswegs sicher
ist, daB sich diejenigen, fur die das
schonfristlose Patentrecht bisher ein
Buch mit sieben Siegeln war, im
Patentrecht mit Schonfrist besser
auskennen werden.

be granted after publication, invest-
ment decisions become much more
complicated and competition will
suffer.

Moreover, even if the inventor’'s com-
petitors assume that a patent applica-
tion will follow publication, no one
can predict with certainty what the
scope of the protection applied for
will be.

Quite apart from the legal uncertainty
which a grace period would create, it
was argued that no one would be
able to prevent a second publication,
whether or not done in good faith,
from drawing on the first. This would
risk protracted litigation to establish
who had the right to publish.

It was also pointed out that American
competitiveness owed nothing to a
period of grace and that a grace
period was in any case little used in
the United States. Moreover, it was
felt that the introduction of a grace
period in Europe would dispropor-
tionately benefit American and
Japanese inventors who could obtain
protection in Europe, rather than the
other way round, if Europe retained
the “first applicant” system, since a
grace period in the USA and Japan
was granted subject to specific
requirements.

It was argued that clock could not be
turned back to the 1970s. Circum-
stances had changed. What pertained
in the 1970s no longer pertained,
especially given that SMEs, contrary
to what one might think, had the
same concerns as the major
companies.

The academic tradition of publication
was a fact of life. However, if the uni-
versities wished to become players in
the economic world, they would have
to discard some old habits. They
would have to become more aware
of what was happening. Appropriate
training could help, although it
should not be assumed that the play-
ers who knew nothing about patent
law with no period of grace knew
much more about patent law with a
grace period.

droit de brevet qui pourrait suivre
cette publication, les décisions d'in-
vestissements vont se compliquer
grandement, et la compétitivité en
patira.

De plus, méme si la concurrence
suppose qu’une demande de brevet
pourrait suivre la publication, per-
sonne ne pourra prédire avec certi-
tude quelle pourrait bien étre la por-
tée de la protection qui sera
revendiquée dans la demande de
brevet.

Au-dela de cette incertitude juridique
qui serait engendrée par le délai de
grace, il a été souligné que personne
ne pourrait empécher qu’'une deu-
xieme pubilication, de bonne foi ou
non, s'appuie sur une premiére pu-
blication. On risque alors d'étre con-
fronté a de longs litiges a propos de
celui qui était en droit de publier.

Il a été aussi remarqué que la compé-
titivité américaine n'était pas liée au
délai de grace et que, d'ailleurs, le
délai de grace était peu utilisé aux
Etats-Unis. De plus, il a été expliqué
que l'instauration d'un délai de grace
en Europe favoriserait avant tout les
inventeurs américains et japonais
pour obtenir une protection en
Europe et pas le contraire, si I'Europe
garde le systeme du premier dépo-
sant, car le bénéfice du délai de grace
aux Etats-Unis et au Japon est sou-
mis a des exigences spécifiques.

Il a été souligné que la situation actu-
elle ne pouvait plus étre ramenée a
ce qui se passait dans les années
septante. La situation a changé. Ce
qui était valable a ce moment-la ne
I'est plus aujourd’hui. D'autant plus
que les PME, contrairement a ce que
I'on pourrait croire, ont en réalité les
meémes soucis que la grande indus-
trie.

La tradition académique de publica-
tion est un fait. Mais si les Universi-
tés veulent entrer de plain-pied dans
le monde économique, il est néces-
saire de changer les habitudes. Hl faut
une prise de conscience. Une forma-
tion adaptée doit étre capable d’'ap-
porter certains remeédes en ce sens,
tout en constatant déja qu'il n‘est pas
certain que ceux qui étaient ignorants
a propos du droit des brevets sans
délai de grace pourraient I'étre un
peu moins a propos du droit des bre-
vets avec délai de grace.
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In jedem Fall soliten alle Uberlegun-
gen zur Schonfrist stets von einer
wesentlichen Pramisse ausgehen,
namlich daB ein internationaler
Konsens zustande kommen muB, da
ein VorstoB nur einer Seite unweiger-
lich deren Wettbewerbsposition
schwéchen wirde.

Anregungen

Nach dem Meinungsaustausch kri-
stallisierten sich in der Diskussion
verschiedene Anregungen heraus,
die bei den Teilnehmern auf Interesse
stieBen. Sie werden nachstehend
wiedergegeben und gegebenenfalls
naher erldutert, um ihre Tragweite zu
verdeutlichen und Denkanst6e zu
geben.

Konnen bestimmte Schwierigkeiten
durch eine vorlidufige Anmeldung
oder eine Anmeldung mit vereinfach-
ten Formerfordernissen ausgeraumt
werden?

Seit dem 8. Juni 1995 gibt es in den
Vereinigten Staaten das Institut der
vorlaufigen Anmeldung (provisional
application)®. Diese Regelung gestat-
tet die Einreichung einer Anmeldung
mit vereinfachten Formerfordernis-
sen: Verlangt werden eine Beschrei-
bung der Erfindung, die erforderli-
chen Zeichnungen, die Namen der
Erfinder, die Entrichtung einer
Anmeldegebuhr sowie ein Schrift-
stuck, das die Anmeldung als vorlau-
fige Patentanmeldung ausweist. Die
wichtigste Besonderheit dieser Rege-
lung besteht darin, daf3 die Anspru-
che fehlen. Das amerikanische Amt
empfiehlt allerdings eine moglichst
volistandige Beschreibung. Fur die
endguitige Anmeldung, die binnen
eines Jahres nachgereicht werden
muB, wird die vorlaufige Anmeldung
namlich nur dann rechtlich aner-
kannt, wenn die spéter beanspruchte
Erfindung dem entspricht, was in der
vorlaufigen Anmeldung beschrieben
ist.

Die einjahrige Geltungsdauer der vor-
laufigen Anmeldung ist nicht Teil der
Patentlaufzeit von 20 Jahren, die sich
erst aus der endgultigen Anmeldung
ergibt.

Nach Auffassung des amerikanischen
Amts bietet die vorlaufige Anmel-
dung die Mdéglichkeit, mit zunachst
geringem finanziellen Aufwand das
wirtschaftliche Potential einer Erfin-
dung auszuloten, bevor die hohen
Kosten einer endgiiltigen Anmeldung
anfallen. Daruiber hinaus kann die
Erfindung dank der vorlaufigen
Anmeldung sofort gewerblich ver-

¢ Artikel 111 b) des Titels 35 des United States Code.

In any case, it was essential to realise
that a grace period could only be
introduced on the basis of interma-
tional consensus: a unilateral
initiative could only weaken the
competitiveness of its sponsors.

Ideas

After the exchange of views, the dis-
cussion focused on certain of the
participants’ ideas. These are set out
below, with some elaboration
designed to help the reader appre-
ciate their scope and significance and
reflect on their merits.

Would a system of provisional appli-
cation or filing, with simplified for-
malities, provide a solution to some
delicate situations?

Since 8 June 1995, there has been a
system of provisional applications in
the United States®. Under this sys-
tem, an application can be filed with
simplified formalities: a description
of the invention, the appropriate
drawings, the names of the inven-
tors, payment of a filing fee and a
document identifying the filing as a
provisional application for a patent.
The main characteristic of this sys-
tem is the absence of claims. The US
Patent and Trademark Office (PTO)
does, however, recommend that the
description be as complete as possi-
ble. Furthermore, the invention
claimed in any subsequent non-
provisional application (which must
be filed within one year of the
provisional application) must be the
same as that described in the
provisional filing.

The one-year period of validity of a
provisional application does not run
concurrently with the 20-year term of
a granted patent, which runs from
the filing date of the non-provisional
application.

The PTO points out that the provi-
sional application involves the
applicant in a lower initial investment
to assess the invention's commercial
potential before committing to the
higher cost of filing a non-provisional
application. It also enables immedi-
ate commercial promotion of the
invention with greater security
against having the invention stolen.

¢ Section 111(b) of Titie 35 of the United States Code.

De toute fagon, un préalable essentiel
a toute réflexion concernant le délai
de grace doit étre retenu : celui-ci ne
pourrait s'envisager que dans le
cadre d'un consensus international,
une initiative unilatérale ne pourrait
qu’affaiblir la compétitivité de ceux
qui la lanceraient.

Les idées

A la suite de I'échange des argu-
ments, la discussion a permis de
cerner certaines idées qui ont retenu
I'attention des participants. Elles sont
reprises ci-aprés avec les développe-
ments nécessaires pour en apprécier
la portée et favoriser la réflexion.

Un systeme de demande provisoire
ou de dépot avec des formalités
simplifiées peut-il remédier a certai-
nes situations délicates ?

Depuis le 8 juin 1995, un systéme de
demande provisoire existe aux Etats-
Unis®. Ce systeme permet d'effectuer
un depot avec des formalités simpli-
fiées : une description de l'invention,
les dessins nécessaires, les noms des
inventeurs, le paiement d’une taxe de
dépot et un document identifiant le
dép6t comme une demande provi-
soire de brevet. La principale caracté-
ristique de ce systeme est I'absence
des revendications. Toutefois, I'Office
américain recommande que la des-
cription soit la plus compléte possi-
ble. En effet, pour que la demande
provisoire puisse valablement béne-
ficier a la demande définitive devant
étre déposée dans un délai d'une
année apres celle-ci, I'invention qui y
sera revendiquée doit étre conforme
a ce qui est décrit dans la demande
provisoire.

La période d'une année pendant
laquelle la demande provisoire est
valable est exclue de la durée de 20
années du brevet découlant de la
demande définitive.

L'Office américain remarque que le
systeme de la demande provisoire
permet, sur la base d’un investisse-
ment initial peu élevé, d’'évaluer le
potentiel commercial d’'une invention
avant d'étre confronté aux frais éle-
vés d'une demande définitive. De
plus, la demande provisoire autorise
une promotion commerciale imme-
diate de I'invention avec une plus

¢ Article 111(b) du Titre 35 du Code des Etats-Unis
d’Ameérique.
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wertet werden und ist besser gegen
einen etwaigen Diebstahl abgesi-
chert. Mit dem Tag der vorlaufigen
Anmeldung beginnt die Prioritatsfrist
nach der Pariser Verbandstiberein-
kunft.

Neben diesem System der vorlau-
figen Anmeldung ist auch eine
Anmelderegelung denkbar, in deren
Rahmen bei vereinfachten Formerfor-
demissen ein fester Tag vergeben
wird. Dieser Tag gilt dann als
endgultiger Anmeldetag, so daB3 die
Berechnung der Laufzeit von 20
Jahren anders als in den Vereinigten
Staaten mit diesem Anmeldetag
beginnt. Es brauchen aber nicht
samtliche Formerfordernisse erfulit
zu werden, die sonst Voraussetzung
dafur sind, daB eine Patentanmel-
dung als wirksam eingereicht gilt.

In Artikel 80 EPU heiBt es hierzu:
“"Der Anmeldetag einer europaischen
Patentanmeldung ist der Tag, an dem
die vom Anmelder eingereichten
Unterlagen enthalten:

a) einen Hinweis, daB ein euro-
paisches Patent beantragt wird;

b) die Benennung mindestens eines
Vertragsstaats;

c) Angaben, die es erlauben, die Iden-
titdt des Anmelders festzustellen;

d) ... eine Beschreibung und einen
oder mehrere Patentanspruche,
selbst wenn die Beschreibung und
die Patentanspriche nicht den ubri-
gen Vorschriften dieses Ubereinkom-
mens entsprechen.”

Der Entwurf des Patentrechtsabkom-
mens der WIPO (SCP/1/3) sieht diese
Méoglichkeit in Artikel 4, der den
Anmeldetag betrifft, ebenfalls vor:
“1) ... bestimmt jede Vertragspartei,
daB der Anmeldetag einer Patentan-
meldung der Tag ist, an dem ihr Amt
... erhalten hat:

i) einen expliziten oder impliziten
Hinweis darauf, daB die Unterlagen
als Anmeldung zu betrachten sind;

ii) Angaben, anhand deren die Identi-
tat des Anmelders festgestellt wer-
den oder das Amt Verbindung mit
dem Anmelder aufnehmen kann;

iii) einen Teil, der offensichtlich als
Beschreibung angesehen werden
kann ... ”

Es falit auf, daB die Einreichung eines
oder mehrerer Anspriche hier nicht
verlangt wird.

Mehrere Teilnehmer haben hervorge-
hoben, daB3 eine Regelung, die eine
vorlaufige Anmeldung oder eine

The provisional application filing date
begins the Paris Convention priority
year.

In addition to a system of provisional
applications, one could conceive of a
system of filing which involves a
known date and simplified formal-
ities. The date would be the date of
the non-provisional application, ie,
unlike in the USA, the 20-year term
would begin on that date. The for-
malities which would have to be
observed would not, however, cor-
respond to all the formal require-
ments for correct filing of a patent
application.

Article 80 of the EPC covers this
situation: “"The date of filing of a
European patent application shail be
the date on which documents filed by
the applicant contain:

(a) an indication that a European
patent is sought;

(b) the designation of at least one
Contracting State;

(c) information identifying the appli-
cant;

(d) a description and one or more
claims (...) even though the descrip-
tion and the claims do not comply
with the other requirements of this
Convention.”

Article 4 of the draft WIPO Treaty on
patent law (SCP/1/3) aiso provides for
this possibility concerning the date of
filing: 1) ... a Contracting Party shall
provide that the filing date of an
application shall be the date on
which its Office has received...:

(i) an express or implicit indication
to the effect that the elements are
intended to be an application;

(ii) indications allowing the identity of
the applicant to be established or
allowing the applicant to be con-
tacted by the Office;

(iii) a part which on the face of it
appears to be a description.”

It is worth noting that there is no
requirement to file one or several
claims.

Several of those present at the hear-
ing pointed out that a system of pro-
visional applications or simplified

grande sécurité contre le fait que
I'invention pourrait étre volée. La
date de la demande provisoire ouvre
le délai prioritaire de la Convention
de Paris.

A coté de ce systeme de demande
provisoire, on peut imaginer un sys-
teme de dépot conférant une date
certaine avec des formalités simpli-
fiées. La date qui sera conférée sera
la date définitive, c’est-a-dire que le
délai de 20 années commencera a
étre compté a partir de la date de
dépot, contrairement a ce qui se
passe aux Etats-Unis. Mais les forma-
lités nécessaires ne correspondent
pas a toutes les exigences formelles
requises pour qu'une demande de
brevet soit considérée comme vala-
blement déposée.

L'article 80 CBE envisage cette situa-
tion “La date de dépot de la demande
de brevet européen est celle a
laquelle le demandeur a produit des
documents qui contiennent :

a) une indication selon laquelle un
brevet européen est demandé ;

b) la désignation d’au moins un Etat
contractant ;

c) les indications qui permettent
d’identifier le demandeur ;

d) une description et une ou plu-

sieurs revendications ... méme si la
description et les revendications ne
sont pas conformes aux autres exi-
gences de la présente convention.”

Le projet de traité sur le droit des
brevets de I'OMPI (SCP/1/3) envisage
aussi cette possibilité en son article 4
concernant la date de dépét : "1) ...
une Partie contractante doit prévoir
que la date de dépot d’'une demande
de brevet est la date a laquelle son
office aregu ... :

i) 'indication explicite ou implicite
que les éléments sont censés consti-
tuer une demande ;

ii) des indications permettant d'éta-
blir I'identité du déposant ou permet-
tant a l'office d'entrer en relation
avec le déposant ;

iii) une partie qui, a premiere vue,
semble constituer une description..."”

On peut noter qu'il n'est pas exige de
déposer une ou plusieurs revendica-
tions.

Plusieurs intervenants a I'audition
ont souligné qu’un systéme de
demande provisoire ou de demande
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Anmeldung mit vereinfachten (spater
aber naturlich noch ergéanzten) Form-
erfordernissen und Vergabe eines
festen Anmeldetags vorsahe, fur die
Erfinder, die durch die Vorschriften
des Patentrechts bisweilen Gberfor-
dert sind, eine groBe Hilfe sein
kénnte - vor allem, wenn nicht sofort
eine Gebuhr fallig wurde.

Der Begriff des offensichtlichen MiB-
brauchs sollte uberprift werden.

Mehrere Teilnehmer vertraten die
Auffassung, daBB im Rahmen des
bestehenden Patentrechts, d. h. des
Artikels 55 EPU, der unschadliche
Offenbarungen betrifft, die Ausle-
gung des Begriffs des offensichtli-
chen MiBbrauchs liberpriift werden
sollte. Sie wird als zu eng empfun-
den, weil sie versehentliche Offenba-
rungen ohne Schadigungsabsicht
nicht ebenfalls abdeckt. Dies wére
aber gerade dann hilfreich, wenn
eine Offenbarung auf eine fruhere,
unter dem Siegel der Vertraulich-
keit vorgenommene Offenbarung
zuriickgeht, also beispielsweise ein
Erfinder einem Dritten seine Erfin-
dung zur Erprobung tberlaBt und
dieser sie dann offenbart. Gegebe-
nenfalls konnte der Begriff des offen-
sichtlichen MiBbrauchs durch ein
flexibleres Konzept ersetzt werden.

Das Konzept der internationalen Aus-
stellung ist zu restriktiv.

Im Zusammenhang mit den unschad-
lichen Offenbarungen wurde auch
vorgebracht, daB3 zu wenige interna-
tionale Ausstellungen amtlich aner-
kannt sind, Einzelerfinder ihre Erfin-
dungen aber gerne auf regelmaBig
stattfindenden Ausstellungen zur
Schau stellen.

Das Gebrauchsmuster konnte eine
Losung sein.

Einige Teilnehmer meinten, daB3 ein
Gebrauchsmustersystem wahr-
scheinlich interessante Antworten fur
die Anliegen der Einzelerfinder bieten
kénnte, deren Betatigungsfeld
zumeist die Mechanik ist.

Zusammenfassung der Ergebnisse

Die Gegner der Schonfrist bringen als
Kernargument vor, daB die Rechts-
sicherheit fir Investitionen gefahrdet
wirde.

Manchmal 1aBt es sich nicht vermei-
den, daB Erfinder ihre Erfindung -
beispielsweise zu Testzwecken -
offenbaren.

formalities (which would have to be
completed in due course) giving a
fixed date would help inventors, who
are sometimes confronted with the
requirements of patent law, espe-
cially in cases where a fee is not
immediately payable.

The concept of evident abuse needs
to be revised.

A number of persons said that, given
existing law (Article 55 of the EPC,
which relates to non-prejudicial dis-
closures), the interpretation of the
concept of evident abuse was in
need of revision. The interpretation
was thought to be too narrow, since
it did not cover unintentional disclo-
sures. This could be particularly use-
ful in cases of disclosure following a
previous disclosure made in confi-
dence, eg where an inventor has
disclosed his invention to a third
party for testing purposes and this
third party then discloses the inven-
tion to others. Consideration could be
given to replacing the concept of
evident abuse by a more flexible
concept.

The definition of international
exhibitions is too narrow.

Again with regard to non-prejudicial
disclosures, it was pointed out that
there was currently an insufficient
number of officially recognised
international exhibitions, whereas
independent inventors have oppor-
tunities to exhibit their inventions at
a number of events.

The utility model might provide a
solution.

Some contributors thought that a
system of utility models could be a
useful response to the wishes of
independent inventors, whose activ-
ities tended to centre on mechanical
inventions.

Conclusions

For the opponents of a grace period,
the fear of legal uncertainty affecting
investments is the decisive
argument.

There are instances where inventors
cannot avoid disclosing their inven-
tion, eg where tests have to be
performed.

a formalités simplifiées (a compléter
par la suite, bien entendu) conférant
une date certaine pourrait aider les
inventeurs qui sont parfois confron-
tés aux exigences du droit des
brevets, surtout si aucune taxe ne
serait immédiatement exigible.

La notion d'abus évident devrait étre
revue.

Un certain nombre de personnes
sont intervenues pour remarquer
que, dans le cadre du droit existant, a
savoir I'article 55 CBE concernant les
divulgations non opposables, I'inter-
prétation qui est donnée a la notion
d'abus évident devrait étre revue.
Elle est considérée comme étant trop
stricte car elle ne permet pas de
couvrir les erreurs de divulgations
sans intention de nuire. Cela pourrait
étre particulierement utile lorsqu’une
divulgation découle d'une premiere
divulgation faite avec une exigence
de confidentialité, par exemple si un
inventeur confie son invention a un
tiers pour qu’il la teste et que celui-ci
la divulgue. Le cas échéant, la notion
d'abus évident pourrait étre rempla-
cée par une notion plus souple.

Le concept d'exposition internatio-
nale est trop limité.

Toujours a propos des divulgations
non opposabiles, il a été signalé qu'il
y avait trop peu d'expositions inter-
nationales officiellement reconnues,
alors que les inventeurs indépen-
dants exposent par excellence leurs
inventions dans le cadre d'exposi-
tions qui se déroulent régulierement.

Le modele d'utilité pourrait étre une
solution.

Certains intervenants ont considéré
qu’un systéme de modele d’utilité
pourrait probablement apporter des
réponses intéressantes aux souhaits
des inventeurs indépendants qui
exercent plutot leur art dans le
domaine de la mécanique.

Conclusions

La crainte de I'insécurité juridique
des investissements est I'argument
décisif des opposants au délai de
grace.

Il est parfois impossible que certains
inventeurs évitent de divulguer leur
invention, notamment lorsqu’il s’agit
de faire des tests.
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Bei Vergleichen mit der Situation in
den Vereinigten Staaten ist Vorsicht
geboten, weil das Patentsystem dort
anders konzipiert ist als in Europa.

Die Auswirkungen des Internet auf
die Veroffentlichungsmoglichkeiten
mussen naher untersucht werden.

Im Hinblick auf biotechnologische
Erfindungen ist anzumerken, daB3 die
Kommission gemaB der Richtlinie 98/
44/EG bis zum 30. Juli 2000 einen
Bericht herausgeben wird, in dem
beurteilt werden soll, welche Aus-
wirkungen es auf die Grundlagen-
forschung in der Gentechnik hat,
wenn Unterlagen, deren Gegenstand
patentierbar sein kénnte, nicht oder
mit Verzégerung veréffentlicht wer-
den.

Wenn eine Schonfrist in Zukunft kon-
krete Gestalt annehmen soll, miite
grundsatzlich eine weltweite Rege-
lung angestrebt werden.

Naher untersucht werden soliten die
Moglichkeiten, die eine vorlaufige
Anmeldung oder eine Anmeldung
mit vereinfachten Formerfordernis-
sen ohne Gebiihren eroffnet.

Einer Uberprifung bedurfen die bei-
den bisher vorgesehenen Fille
unschédlicher Offenbarungen: der
offensichtliche MiBbrauch zum
Nachteil des Anmelders und die Zur-
schaustellung der Erfindung auf einer
amtlich anerkannten internationalen
Ausstellung.

Von gréBter Bedeutung ist eine
bessere Verbreitung von Informatio-
nen uber die Erfordernisse des
Patentrechts. Die Kommission wird
sich mit dieser Frage befassen und
die Anstrengungen, die schon bisher
auf Gemeinschaftsebene unternom-
men werden, besser strukturieren. Es
wird eine Mitteilung zu dieser The-
matik ins Auge gefaf3t.

The situation in the United States
should be viewed with caution
because the system practised there is
different from the one in Europe.

The impact of the Internet on the
options for publication needs to be
examined in greater detail.

As regards biotechnological inven-
tions, it should be noted that Direc-
tive 98/44/EC requires the Commis-
sion to publish a report by 30 July
2000 assessing the implications for
basic genetic engineering research of
failure to publish, or late publication
of, papers on subjects which could be
patentable.

If a grace period is introduced some
time in the future, it is crucial for this
to happen at world level.

The possibilities offered by a system
of provisional application or filing,
with simplified formalities and no
fees, should be examined in depth.

The two instances of non-prejudicial
disclosure currently provided for
should be reviewed: evident abuse
with regard to the applicant and the
display of an invention at an officially
recognised international exhibition.

There is a crucial need for improved
dissemination of information on the
provisions of patent law. The Com-
mission has undertaken to reflect on
this question and to restructure the
effort already being made at Com-
munity level. Consideration could be
given to issuing a communication on
this subject.

La situation aux Etats-Unis doit étre
considérée avec prudence car le
systeme des brevets qui y est prati-
que est différent de celui applicable
en Europe.

Limpact d’Internet sur les possibilités
de publication doit étre approfondi.

En ce qui concerne les inventions
biotechnologiques, il doit étre noté
que la directive 98/44/CE prévoit que
la Commission publiera un rapport,
avant le 30 juillet 2000, tendant a
évaluer les implications dans le
domaine de la recherche fondamen-
tale en génie génétique de la non-
publication ou publication tardive de
documents dont I'objet pourrait étre
brevetable.

Si un délai de grace doit s’esquisser
dans le futur, il devrait fondamentale-
ment se concevoir au niveau mon-
dial.

Il est nécessaire d'approfondir les
possibilités offertes par un systeme
de demande provisoire ou de dépot
avec des formalités simplifiees et
sans paiement de taxe.

Il est nécessaire de revoir les deux
cas de divulgations non opposables
existant actuellement : I'abus évident
a I'égard du demandeur et I'exposi-
tion de I'invention au sein d'une
exposition internationale officielle-
ment reconnue.

Il est essentiel d’assurer une meil-
leure diffusion de I'information rela-
tive aux exigences du droit des bre-
vets. Les services de la Commission
s'engagent a réfléchir a cette ques-
tion et a mieux structurer les efforts
de¢ja entrepris au niveau communau-
taire. Une communication sur cette
question peut étre envisageée.
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