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1. Scope of the analysis and its division into 
sections 
 
The present analysis focuses on a comparison of the substantive patent law provisions 

in the Civil Code of the Russian Federation, Part Four, Chapters 69 and 72, with the 

European Patent Convention. In contrast to the terminology of the Russian Civil Code, the 

expression "patent law provisions" refers here to the provisions concerning patents 

granted for inventions only. The relevant cut-off date for the present analysis is  

1 December 2009.  

 

The European Patent Convention (EPC) is a "special agreement" within the meaning of 

Article 19 of the Paris Convention, and also a "regional patent treaty" within the meaning 

of Article 45(1) of the Patent Cooperation Treaty (PCT). It provides for a centralised 

patent grant procedure, and thus regulates the life of patent applications from their filing 

until the grant of a patent. As regards the so-called post-grant phase, the EPC contains 

only few relevant provisions (such as those on the extent of protection, Article 69 EPC), 

whereas the national laws of the EPC contracting states are applicable here to a greater 

extent. Consequently, the present analysis focuses on the substantive patent law 

provisions relevant up to the grant of a patent and deals only with selected aspects of the 

post-grant phase. 

 

The main legal basis for the comparison is the original Russian text of the Civil Code 

(2008), Part IV, its unofficial English translation1, the Russian text of the amendments to 

the Civil Code - Part IV, the Russian text of the Civil Code - Part I, and of the 

"Administrative Regulations on the organisation of the receipt of patent applications" 

(2008), and the EPC and the Guidelines for examination in the European Patent Office 

(EPO). Where appropriate, references are made to the WIPO Convention, Paris 

                                            
1 Federal Service for Intellectual Property, Patents and Trademarks (ROSPATENT), Civil Code of the 

Russian Federation, Part IV, Moscow 2008. 
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Convention, Community Patent Convention (CPC), TRIPS Agreement2 and the national 

law of the EPC contracting states. The present analysis, however, does not constitute a 

thorough check as to the compliance of the Russian Civil Code, Part IV, with the standards 

of these international agreements. 

 

Apart from the present Section (1), the analysis contains three further sections. In 

Section 2, the main findings are summarised, Section 3 contains the comparative table, 

while Section 4 provides further documentation and explanations on issues briefly 

mentioned in the comparative table. For ease of consultation, the comparative table 

contains references to Section 4 where necessary. 

                                            
2 The EPC was adapted to both the TRIPS Agreement and the Patent Law Treaty (PLT) as part of the EPC 

revision in 2000. 
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2. Summary of findings 
 
The comparative study revealed that the substantive patent law provisions of the Russian 

Civil Code, Part IV, largely comply with the EPC.  

 

Nevertheless, some areas of non-compliance have been identified, especially as regards 

the patentability criteria, remedies available if a national court decides that the applicant is 

not entitled to the grant of a patent, rights of the patent proprietor in cases of the so-called 

indirect use of his invention, and the extent of protection. 

 

However, in some areas, especially those concerning the term of a patent 

(Article 1363 CC) and the patentability of diagnostic, therapeutic and surgical methods for 

the treatment of humans or animals, it became apparent that further discussion with the 

Russian representatives (e.g. ROSPATENT) on the principles of interpretation and the 

practical impact of certain provisions would be necessary before a definitive judgment on 

their compliance with the EPC could be delivered. 

 

The wording of the proposed amendments to the Russian Civil Code, Part IV, is given by 

way of example. Alternative wordings or specific articles/administrative instructions/other 

legal instruments in which such amendments are to be made could also be adopted if they 

were considered better suited to the overall structure of the Russian patent law. 
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3. Comparative table 
 

RU Civil Code 
(CC), Part IV 
(provisions relating to 
patent law) 

EPC Possible 
amendments 
(present text in green, 
proposed 
amendments 
highlighted in red) 

SUBJECT-MATTER 
PROTECTED BY IP 
LAW 

  

 
Article 1225 "Protectable 

Results of Intellectual Activity 

and Means of 

Individualisation", paragraph 

1, includes an exhaustive list 
of protectable subject-
matter.  

 

No corresponding provision; 

however, the laws of the EPC 

contracting states and the 

WIPO Convention (Article 2, 

viii) include non-exhaustive 

lists of protectable subject-

matter. 

 

The Civil Code could be 

harmonised with the laws of 

the EPC contracting states by 

including the words "in 

particular" in Article 1225, 1. 

CC: 

 

 

 

Article 1225. Protectable 

Results of Intellectual Activity 

and Means of Individualisation 

 

1. Results of intellectual 

activity and equivalent means 

of individualisation of legal 

persons, goods, works, 

services and enterprises 

accorded legal protection 
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(intellectual property) shall be 

in particular: 

 1) Scientific, literary 

and artistic works; 

 2) Computer 

programmes (software); 

 3) Databases; 

 4) Performances; 

 5) Phonograms; 

 6) Broadcasts or cable 

transmissions of radio and 

television programmes 

(broadcasts of broadcasting or 

cable distribution 

organisations); 

 7) Inventions; 

 8) Utility models; 

 9) Industrial designs; 

 10) Selective breeding 

achievements; 

 11) Topographies of 

integrated circuits; 

 12) Trade secrets 

(know-how); 

 13) Company names; 

 14) Trade marks and 

service marks; 

 15) Appellations of 

Origin of goods;  

 16) Commercial 

designations. 

 
SUBJECT- MATTER 
OF PATENT RIGHTS 

  

Article 1349 "Subject-matter 

of Patent Rights", 

Article 52(1), first clause 
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paragraphs 1 and 2, and 

Article 1350 "Patentability 

Criteria for Invention", 

paragraph 1, first sub-
paragraph: 
 
 

• Article 1349, 1. CC: 

"Results of intellectual 

activity in the field of 

science and 
technology which meet 

the requirements of this 

Code for inventions 

and utility models, and 

results of intellectual 

activity in the field of 

artistic design which 

meet the requirements 

of this Code for 

industrial designs, 

shall be deemed 

subject-matter of patent 

rights." 

 

 

 

Article 1350, 1., first 

sub-paragraph, CC: "A 

technical solution in 

any field relating to a 

product (in particular a 

device, substance, 

micro-organism strain, 

plant or animal cell 

culture) or to a method 

 

 

 

 

 

 

 

• Article 52(1), first 

clause, EPC makes it 

clear that only 

inventions are 

considered to be the 

subject-matter of 

patents granted under 

this Convention. At the 

same time, inventions 

protected under the 

EPC must have a 

technical character 
or involve a technical 
teaching. The phrase 

"in all fields of 

technology" excludes 

non-technical subject-

matter from 

patentability: 

 

 

"(1) European patents 

shall be granted for any 

inventions in all fields of 
technology..." 

 

 

 

 

 

 

 

 

 

 

 

• SUBJECT-MATTER: 
The Russian 

legislator's decision to 

uniformly define the 

protection granted for 

inventions, utility 

models and industrial 

designs as "patent 

protection" is not at 

variance with the EPC.  

• FIELDS OF 
INTELLECTUAL 
ACTIVITY: Whereas 

the Russian CC refers 

to science and 
technology, the EPC 

makes "a technical 
character or a 

technical teaching" a 

condition for 

patentability. As neither 

the EPC nor Part IV of 

the Russian CC contain 

further explanations as 

to what "technical"  and 

"science and 

technology" mean with 

regard to inventions, it 

cannot be established 
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(process of effecting 

actions upon a material 

object with the aid of 

material means) shall 

be protected as an 

invention."  

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

at this stage whether 

they are equivalent. 

Only a comparison of 

ROSPATENT's 

practice with that of the 

EPO might 

demonstrate whether 

ROSPATENT's 

interpretation of this 

provision gives the 

same results as the 

EPO's practice. 

Nevertheless, the 

reference in 

Article 1350, 1. to a 

"technical solution" 

suggests that both 

ROSPATENT and the 

EPO use the same 

criteria to determine 

whether subject-matter 

is to be considered as 

an "invention" or not. 

(For further details on 

Article 52(1) EPC, see 

Section 4. A of this 

analysis and the 

comments under 

"PATENTABILITY 

CRITERIA - GENERAL 

PROVISIONS" below.) 
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• Article 1349, 2. CC: 

"The provisions of this 

Code shall extend to 

inventions containing 

information which 

constitutes a state 

secret (secret 

inventions), unless 

provided otherwise by 

the special provisions of 

Articles 1401-1405 of 

this Code and other 

legal instruments 

issued pursuant 

thereto." 

 

• The EPC leaves it to 

national legislators in 

the EPC contracting 

states to enact 

provisions on 

inventions containing a 

state secret. 

• No need for action. 

AUTHOR OF AN 
INVENTION; RIGHT TO 
OBTAIN A PATENT 

  

 
Article 1228 "Author of a 

Result of Intellectual Activity", 

Article 1347 "Author of an 

Invention, Utility Model or 

Industrial Design", 

Article 1348 "Co-Authors of an 

Invention, Utility Model or 

Industrial Design", 

Article 1357 " Right to Obtain 

a Patent for an Invention, Utility 

Model or Industrial Design" 

 

• The EPC regulates this 

issue only partially in 

Articles 58-60 and 
Articles 71-74. These 

provisions are similar to 

those contained in 

Articles 1228, 1347, 
1348 and 1357 CPC.  

 

 

 

• Furthermore, Article 61 
EPC provides for 

remedies where a 

national court decides 

 

• No need for action. 

 

 

 

 

 

 

 

 

 

 

• Provision of 

corresponding 

remedies, e.g. by 

introducing a new 
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that the applicant is not 

the person entitled to 

the grant of a patent. 

article (especially if the 

provisions are to relate 

only to patent 

applications regarding 

inventions) or a new 
paragraph in 
Article 1357 CC (which 

consequently would 

relate to applications 

regarding both 

inventions on the one 

hand and utility models 

and industrial designs 

on the other) with the 

following wording: 

 

 

Article 1357. Right to Obtain a 

Patent for an Invention, Utility 

Model or Industrial Design 

 

 

1. The right to obtain a 

patent for an invention, utility 

model or industrial design shall 

be vested in the author of the 

invention, utility model or 

industrial design. 

 

2. The right to obtain a 

patent for an invention, utility 

model or industrial design may 

pass to another person 

(successor in title) or be 

transferred to that person in 

circumstances and on the 
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grounds established by law, 

including by universal 

succession or under the terms 

of an agreement, including an 

employment contract. 

 

3. An agreement to 

assign the right to obtain a 

patent for an invention, utility 

model or industrial design must 

be concluded in writing. Failure 

to comply with this requirement 

shall invalidate the agreement. 

 

4. Unless otherwise 

provided by the parties to an 

assignment agreement 

concerning the right to obtain a 

patent for an invention, utility 

model or industrial design, the 

risk of non-patentability shall 

be borne by the acquirer of 

such right. 

 

5. If a final decision 

determines that a person other 

than the applicant is entitled to 

the grant of a patent, that 

person may: 

1) pursue the 

application for a patent as his 

own application in place of the 

applicant; 

2) file a new application 

for a patent in respect of the 

same invention; 
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3) request that the 

application for a patent be 

refused. 
 

 

INTELLECTUAL 
RIGHTS; PATENT 
RIGHTS 

  

 
Article 1226 "Intellectual 

Rights", Article 1227 
"Intellectual Rights and the 

Right of Ownership", 

Article 1229 "Exclusive Right" 

in conjunction with 
Article 1345 "Patent Rights", 

Article 1356 "Right of 

Authorship in an Invention, 

Utility Model or Industrial 

Design", Article 1358 
"Exclusive rights in an 

Invention, Utility Model or 

Industrial Design" 

 

 

 

• Article 1226 in 
conjunction with 
Articles 1345, 2.2) and 
1356 CC 

 
 
 
 
 

 

The EPC contains only a few 

corresponding provisions (see 

below), leaving the rest to the 

national laws of the EPC 

contracting states:  

 

 

 

 

 

 

 

 

 

 

 

 

• Articles 60(3) and 62 
EPC (right of the 

inventor to be 

mentioned before the 

EPO) are similar to the 

"right of authorship" as 

provided for in 

Article 1226 in 

conjunction with 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

• No need for action. 
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• Article 1358, 2. CC 
gives a non-
exhaustive list of the 

exclusive rights of the 

patent proprietor.  
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 

• Article 1358, 2.2) CC 

Articles 1345, 2.2) and 

1356 CC. 

 

 

 

• Article 64(1) EPC: As 

regards the exclusive 

rights conferred by a 

European patent, this 

article refers to the 

national law of the 

designated EPC 

contracting states. As 

the EPC contracting 

states have adopted 

provisions of Articles 25 

and 26 of the so-called 

Community Patent 

Convention (CPC; see 

the relevant text in 

Section 4. B of this 

analysis), the definition 

of exclusive rights has 

become uniform 

European law (even 

though the CPC has not 

entered into force = so-

called "cold 

harmonisation"). 
Articles 25 and 26 CPC 
give an exhaustive list 
of the exclusive rights 

of the patent proprietor. 

 
 

• Article 1358, 2. 2), first 

 

 

 

 

 

• Provision of an 

exhaustive list of 
exclusive rights, e.g. by 

deleting the words "in 

particular" in 

Article 1358, 2. CC: 

 

Article 1358. Exclusive Rights 

in an Invention, Utility Model or 

Industrial Design 

 

1. ... 

 

2. The following shall be 

regarded as constituting the 

use of an invention, utility 

model or industrial design: 

1) ... 

2) ... 

3) ... 

4) ... 

 

3. ... 

 

4. .. 

 

 

 

 

 

• No need for action. 
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provides for protection 
with regard to a 
product obtained 
directly by a process. 

 
 
 
 
 
 
 
 
 
 
 
 

• Article 1358, 2.3) CC 
seems to extend the 
rights of a proprietor 
of a patent protecting 
a process in so far as 
they relate to a 
"device, the 
functioning of which 
... automatically 
involves a patented 
process". 

 
 
 
 
 

• It is unclear whether 

Article 1358, 2.4) CC 

provides the patent 

proprietor with 

sentence, CC is in line 

with Article 64(2) EPC. 
The reversal of the 

burden of proof 

provided for in 

Article 1358, 2.2), 

second sentence, CC 

is not dealt with in the 

EPC (see also 

Section 4.C of this 

analysis). 
 
 
 
 
 

• The provisions of 
Article 1358, 2.3) CC 
are peculiar to the 
Russian Patent Law. 
Articles 25 and 26 
CPC do not provide 
for such rights of the 
patent proprietor. 

 
 
 
 
 
 
 
 

• Under Article 25 (b) 
CPC a patent proprietor 

can prevent all third 

parties not having his 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

• For the time being, 
there is no need for 
action. Nevertheless, 
a discussion with 

ROSPATENT on the 

practical impact of this 

provision could be 

useful in order to 

determine whether 

some amendments 

might be necessary in 

the future. 

 

 

 

 

• Adapting the wording of 

Article 1358, 2.4) CC to 

Article 25 (b) CPC: 
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exclusive rights as 

regards offering the 
patented process for 
use. 

 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 

 

• Article 1358, 2. CC 
seems not to provide 

for a so-called "indirect 
use of an invention". 

 
 
 
 
 

consent from using a 

process which is the 

subject-matter of the 

patent or, under some 

circumstances, from 

offering such process 

for use. 

 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 

• Article 26 CPC 
contains provisions on 

indirect use of an 

invention. 
 
 
 
 
 

Article 1358. Exclusive Rights 

in an Invention, Utility Model or 

Industrial Design 

 

1. ... 

 

2. ... 

1) ... 

2) ... 

3) ... 

4) using a process 

which is the subject-matter of 

the patent or, when the third 

party knows, or it is obvious in 

the circumstances, that the use 

of the process is prohibited 

without the consent of the 

proprietor of the patent, 

offering the process for use. 

 

3. ... 

 

4. ... 

 

 

 

 

• Providing for so-called 

indirect use, e.g. by 

adding to Article 1358, 

2. CC  a new 
subparagraph 5 with 

the following wording:  
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Article 1358. Exclusive Rights 

in an Invention, Utility Model or 

Industrial Design 

 

1. ... 

 

2. ... 

1) ... 

2) ... 

3) ... 

4) ... 

5)  supplying or offering 

to supply a person, other than 

a party entitled to exploit the 

patented invention, with 

means, relating to an essential 

element of that invention, for 

putting it into effect, when the 

third party knows, or it is 

obvious in the circumstances, 

that these means are suitable 

and intended for putting that 

invention into effect. The 

present subparagraph shall not 

apply when the means are 

staple commercial products, 

except when the third party 

induces the person supplied to 

commit acts prohibited by 

subparagraphs 1-4 of the 

present paragraph. 

 

3. ... 

 

4. ... 
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RIGHT OF PRIOR USE   

Article 1361 "Right of Prior 

Use of an Invention, Utility 

Model or Industrial Design" 

Articles 70(4)(b), 112a(6) and 
122(5) contain provisions 

which are similar to those in 

Article 1361 CC, although, in 

view of the peculiarities of the 

European patent system, they 

relate to other stages of 

protection (right of continued 

use after the corrected 

translation of a European 

patent application or of a 

European patent takes effect, 

or after revival of lost patent 

protection). 

No need for action. 

TERM OF A PATENT   

Article 1230 "Term of 

Exclusive Rights" in 

conjunction with Article 1363 
"Term of Exclusive Rights in an 

Invention, Utility Model and 

Industrial Design" 

 

• Article 1363 1., first 
sentence, CC states 
that "the term of the 

exclusive right in an 

invention [...] and of the 

patent certifying this 

right shall be counted 

from the filing date of 

the initial application 

for grant of a patent 

with the federal 

executive authority for 

intellectual property and 

Article 63(1) and (2) partially 
covers issues regulated in 
Articles 1230 and 1363 CC. 
 
 
 
 

• Article 63 (1) EPC 
reads as follows: "The 

term of the European 

patent shall be 20 years 

from the date of filing 

of the application."  

 It is obvious from the 

above wording that the 

relevant date for 

calculating the 20-year 

term of the patent is the 

date of filing and not 
the priority date. (For 

 
 
 
 
 
 
 

• Assuming that the 
reference to the date 
of filing of the "initial 
application" in 
Article 1363 1., first 
sentence, CC is in 
practice being 
interpreted as a 
reference to a priority 
date, it would be 
helpful to adapt the 
wording to that of 
Article 63(1) EPC in 
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shall be 20 years [...]". 

In view of the reference 

to the "initial" 

application, it is to be 

assumed that the 

relevant date for 

calculating the 20-year 

term of the patent is the 

priority date. 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

further details on the 

interpretation of this 

provision, see Section 

4.D of this analysis).   
 

 

 

 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 

order to ensure that 
the term of protection 
under the Russian 
Civil Code is not in 
practice shorter than 
that provided for in 
the EPC (and the 
Paris Convention 
(Article 4bis(5), for 
example). In this case, 
deleting the word 
"initial" (Russian: 
"первоначальной") 
in Article 1363 1., first 
sentence, CC would 
be an appropriate 
solution: 

 
Article 1363. Term of Exclusive 

Rights in an Invention, Utility 

Model or Industrial Design 

 

1. The term of exclusive 

rights in an invention, utility 

model or industrial design and 

the patent certifying these 

rights shall be calculated from 

the date of filing of the patent 

application with the federal 

executive authority for 

intellectual property and, 

provided that the requirements 

prescribed by this Code are 

met, shall be: 

 twenty years for 

inventions; 
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• Article 1363, 2. and 4. 
CC provides for  

 

o a possibility to 
extend the 
term of the 
exclusive right 
in an invention 
and of the 
patent 
certifying this 
right 

 

o a mechanism 
for calculating 
the additional 
term of 
protection 

 

o certain 
requirements 
for the above 
extension 

 

o some general 
procedural 

 
 
 
 
 
 
 
 
 

 

• Article 63(2)(b) EPC  
 
 

o contains a 
similar 
provision as 

regards the 
possibility to 

extend the term 

of a patent  

 
 
 

o leaves it to the 
national law of 

the EPC 

contracting 

states to specify 

the details of 

such 

mechanism 

 ten years for utility 

models; 

 fifteen years for 

industrial designs. 

 
 
 
 
 
 

• No need for action. 
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aspects 

 

 

TERRITORIAL EFFECT   

Article 1231 "Validity of 

Exclusive and Other 

Intellectual Rights within the 

Territory of the Russian 

Federation" in conjunction 
with Article 1346 "Validity of 

Exclusive Rights in Inventions, 

Utility Models, and Industrial 

designs within the Territory of 

the Russian Federation" 

Article 3 and, indirectly, also 
Article 168(1), second 
sentence, contain 
corresponding provisions, 
which, however, reflect the 
regional character of the 
European patent. 

No need for action: 
 

On the one hand, Articles 1231 

and 1346 CC deal with the 

territorial effect of a national 

patent, while on the other 

Articles 3 and 168 EPC 

concern the territorial effect of 

a regional patent and the 

territorial field of application of 

the EPC. This explains why 

their wording is partially 

different. Nevertheless, the 

principles underlying the CC 

are not at variance with the 

EPC.  

PROVISIONAL 
PROTECTION 

  

Article 1392 "Provisional Legal 

Protection of an Invention" 

Article 67 in conjunction with 

Article 68 contain very similar 

provisions with respect to the 

rights conferred by a European 

patent application after 

publication. 

No need for action. 

EXTENT OF 
PROTECTION 

  

Article 1354, 2. "Patent for an 

Invention, Utility Model or 

Industrial Design" in 

conjunction with Article 1358, 
3. "Exclusive Right in an 

Article 69 in conjunction with 
the Protocol on the 
Interpretation of Article 69 
EPC 
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Invention, Utility Model or 

Industrial Design" and 

Article 1392, 1. "Provisional 

Legal Protection of an 

Invention" 

 

 

 

• Article 1354, 2.  
CC provides that the 

extent of protection 

"shall be determined by 

the claims contained in 

the patent [...], whereas 

the description and 
drawings may be used 

to interpret the claims 

[...]". 
 
 
 
 
 
 
 
 

• Article 1354, 2. 
CC, however, seems to 

be inapplicable with 

respect to the 

determination of the 

extent of protection 

conferred by a patent 

application. 

Accordingly, 

Article 1392, 1. CC 

 
 
 
 
 
 
 
 

• Article 69(1) EPC also 

states that the extent 

of protection shall be 

determined by the 

claims. In contrast to 

the Russian law, it is 

obligatory under this 

provision to consult the 

description and 
drawings in order to 

interpret the claims: 

"[...] Nevertheless, the 

description and 

drawings shall be 

used to interpret the 

claims." 

 
 

• Article 69 EPC refers 
to both a European 
patent and a 
European patent 
application, and thus 

the extent of protection 

of an application is 

governed by the same 

rules as the extent of 

protection of the 

 
 
 
 
 
 
 
 

• This provision could 
be adapted to the 
EPC by dividing the 
present Article 1354 
into two separate 
articles, with the 
new Article 1354a 
incorporating the 
missing provisions 
of Article 69 EPC : 

 
 
Article 1354. Patent for an 

Invention, Utility Model or 

Industrial Design 

 

 

1. A patent for an 

invention, utility model or 

industrial design shall certify 

the priority of the invention, 

utility model or industrial 

design and the authorship and 

exclusive rights in an invention, 

utility model or industrial 

design. 

 

2. The protection of 
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contains its own rules 

as regards the extent of 

protection conferred by 

a patent application 

upon its publication: 
 
"An invention for which an 

application has been filed with 

the federal executive authority 

for intellectual property shall 

enjoy provisional legal 

protection from the date of 

publication of information on 

the application 

(Article 1385, 1.) to the date of 

publication of information on 

the grant of a patent 

(Article 1394) , within the 
scope of the published 
claim(s) of the invention, but 
not within a scope greater 
than that defined by the 
claim(s) contained in the 
decision of the said federal 

authority on the grant of a 

patent for the invention." 

 
 
 
 
 
 
 
 
 
 

granted patent:  
 

"Article 69 
 

(1) The extent of protection 

conferred by a European 

patent or a European 

patent application shall be 

determined by the claims. 

Nevertheless, the 

description and drawings 

shall be used to interpret 

the claims. 

 

(2) For the period up to 

grant of the European 

patent, the extent of the 

protection conferred by the 

European patent application 

shall be determined by the 

claims contained in the 

application as published. 

However, the European 

patent as granted or as 

amended in opposition, 

limitation or revocation 

proceedings shall determine 

retroactively the protection 

conferred by the 

application, in so far as 

such protection is not 

thereby extended." 

 

 

 

 

intellectual rights in an 

invention, utility model or an 

industrial design shall be 

accorded on the basis of a 

patent. 

 

Article 1354a. Extent of 

protection 

 
 

1. The extent of 

protection conferred by a 

patent for an invention or utility 

model shall be determined by 

the claims contained in the 

patent for the invention or utility 

model respectively. 

Descriptions and drawings 

(Article 1375, 2. and 

Article 1376, 2.) shall be used 

to explain the invention and 

utility model claims.  

 

2. Paragraph 1 of the 

present article shall also apply 

to applications for the grant of 

a patent for an invention 

(Article 1374 ff)  

 

3. The extent of 

protection conferred by a 

patent for an industrial design 

shall be determined by the sum 

of its essential features, as 

shown in depictions of the item 

and cited in the list of essential 

features of the industrial design 
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• Neither Article 1354, 2. 
CC, nor Article 1392, 
1. CC contain further 

clarification of the 

general principles 

governing the 

interpretation of claims. 

Article 1358, 3. CC 

merely refers to 

equivalents for the 

purpose of determining 

whether an invention 

has been used.  
 

 

 

 

 

 

• The Protocol on the 
Interpretation of 
Article 69 EPC explains 

how the said article is to 

be interpreted: 
 
 
 

"Article 1 
General principles 

 
Article 69 should not be 

interpreted as meaning that the 

extent of the protection 

conferred by a European 

patent is to be understood as 

that defined by the strict, literal 

meaning of the wording used in 

the claims, the description and 

drawings being employed only 

for the purpose of resolving an 

ambiguity found in the claims. 

Nor should it be taken to mean 

that the claims serve only as a 

guideline and that the actual 

protection conferred may 

extend to what, from a 

consideration of the description 

and drawings by a person 

skilled in the art, the patent 

proprietor has contemplated. 

On the contrary, it is to be 

(Article 1377, 2.). 

 

 

 

• Provisions 
corresponding to 
those contained in the 
Protocol on the 
Interpretation of 
Article 69 could also 
be included in the 
proposed new 
Article 1354a CC or in 
secondary legislation. 
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interpreted as defining a 

position between these 

extremes which combines a 

fair protection for the patent 

proprietor with a reasonable 

degree of legal certainty for 

third parties. 

 
 

Article 2 
Equivalents 

 
For the purpose of 

determining the extent of 

protection conferred by a 

European patent, due 

account shall be taken of 

any element which is 

equivalent to an element 

specified in the claims." 

 

 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 

PATENTABILITY 
CRITERIA - General 
provisions 

  

Article 1350 "Patentability 

Criteria for an Invention", 

paragraph 1 
 

• The above provision 

indicates essential 

requirements for 

patentability: 

 

a) There must be an 

invention 

Article 52(1) 
 
 
 

• The patentability criteria 

in Article 1350, 1 CC 

correspond to those set 

out in Article 52(1) EPC. 

 
 
 
 

• No need for action. 
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b) which is new 

c) involves an inventive 

step 

d) is susceptible of 

industrial application 
 

PATENTABILITY 
CRITERIA - Novelty 

  

Article 1350 "Patentability 

Criteria for an Invention", 

paragraph 2, sub-paragraphs 
1, 3, 4  
 
 

"2. An invention shall 

be deemed new if it is not 

known from the prior art. 

[...] 

The state of the art shall 

be held to comprise any 

information which has become 

publicly accessible anywhere 

in the world before the date of 

priority of the invention. 

When establishing the 

novelty of an invention, the 

state of the art shall also 

include, provided they have 

earlier priority, all patent 

applications filed in the 

Russian Federation by other 

persons for inventions and 

utility models in respect of 

which any person is entitled to 

inspect the documents in 

accordance with Paragraph 2 

Article 54 in conjunction with 
Article 89 
 
 
 
 

• The provisions of 

Article 1350, 2., sub-

paragraphs 1, 3 and 4, 

CC correspond to the 

provisions of 

Article 54(1)-(3) in 

conjunction with 

Article 89 EPC. 
 

• However, Article 54(4) 

and (5) EPC contains 

further provisions - 

exceptions to the 

principle of novelty - 

which allow the 

patentability of 

"substances and 

compositions", 

comprised in the state 

of the art, for so-called 

medical use if such use 

is not comprised in the 

 
 
 
 
 
 

• No need for action with 

regard to the wording of 

existing provisions 

(Article 1350, 2., sub-
paragraphs 1, 3 and 4, 
CC). 

 

 

 

• It is not clear whether 
Article 1349, 4.4) CC 
also covers 
"diagnostic, 
therapeutic and 
surgical methods for 
the treatment of 
humans or animals" 
as provided in 
Article 53(c) EPC (see 
further comments on 
this subject in the 
section entitled 
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of Article 1385 or Paragraph 2 

of Article 1394 of the present 

Code, and shall include 

inventions and utility models 

patented in the Russian 

Federation." 
 

state of the art. 

Corresponding 

provisions seem not to 

exist in Russian patent 

law: 
 

"(4) Paragraphs 2 and 3 

shall not exclude the 

patentability of any 

substance or composition, 

comprised in the state of 

the art, for use in a method 

referred to in Article 53(c), 

provided that its use for any 

such method is not 

comprised in the state of 

the art. 

 

(5) Paragraphs 2 and 3 

shall also not exclude the 

patentability of any 

substance or composition 

referred to in paragraph 4 

for any specific use in a 

method referred to in 

Article 53(c), provided that 

such use is not comprised 

in the state of the art." 

 

Article 53(c) EPC, to which 

both provisions above 

refer, reads: 

 

"(c) methods for treatment 

of the human or animal 

body by surgery or therapy 

"Exceptions to 
patentability" below):  

o If it does not: 
The patentability 

of such methods 

is allowed by 

Russian patent 

law. In that 

case, it is not 

necessary to 

add provisions 

comparable to 

Article 54(4) and 

(5) EPC to the 

Russian CC.  

o If it does: Full 

alignment with 

the EPC could 

be achieved by 

incorporating 

new provisions 

corresponding 

to Article 54(4) 

and (5) EPC into 

Article 1350, 2. 
CC, for example 

as new sub-
paragraphs 5 
and 6. 
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and diagnostic methods 

practised on the human or 

animal body; [...]" 

 
 
 
 

NON-PREJUDICIAL 
DISCLOSURES 

  

Article 1350 "Patentability 

Criteria for an Invention", 

paragraph 3, provides for a 

six-month grace period prior to 

the filing of a patent 

application, during which the 

inventor, the applicant or any 

other person who has received 

this information from them may 

disclose his invention without 

that disclosure becoming state 

of the art. 

Article 55 refers to just two 

types of rare disclosure which 

are the only non-prejudicial 

disclosures recognised by the 

EPC. The EPC does not 

provide for a general grace 

period. (For arguments in 

favour of and against a grace 

period in the European Union, 

see the document in 

Section 4.E of this analysis.)  

No action needed. 

PATENTABILITY 
CRITERIA - Inventive 
step 

  

Article 1350 "Patentability 

Criteria for an Invention", 

paragraph 2, sub-paragraphs 
2 and 3 

Article 56 
 
 
 
 
The wording of Article 1350, 
2., sub-paragraph 2, CC fully 

corresponds to the wording of 

Article 56, first sentence, 
EPC. The second sentence of 

Article 56 EPC states that prior 

rights under Article 54(3) EPC 

shall not be considered in 

deciding whether there has 

No need for action.  
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been an inventive step. The 

Russian CC, Part IV, takes the 

same approach, since the 

wording of Article 1350, 
paragraph 2, sub-paragraph 
4, restricts its applicability to 

the issue of novelty. 

PATENTABILITY 
CRITERIA - Industrial 
application 

  

Article 1350 "Patentability 

Criteria for an Invention", 

paragraph 4 
 

• "4. An invention shall 

be deemed industrially 

applicable if it can be 

used in industry, 

agriculture, health-care, 

other sectors of the 
economy, or in the 

social sphere." 

 
 

Article 57: 
 
 
 

• "An invention shall be 

considered as 

susceptible of 

industrial application if 

it can be made or used 
in any kind of 
industry, including 

agriculture." 

 

 

• At first sight it seems 

that Article 1350, 4. 

CC provides for a 

wider range of sectors 

of industrial 

application, as it 

literally refers to areas 

not mentioned in 

Article 57 EPC. The 

reference to the social 

sphere, in particular, 

 
 
 
 

• No need for action. 
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seems to go beyond 

the EPC's concept of 

industrial application. 

However, the term 

"industry" is to be 

understood by the 

EPO in a broad sense 

(Guidelines for 

Examination in the 

European Patent 

Office, Part C-IV. 5.1) 

and will thus exclude 

from patentability very 

little subject-matter 

which is not already 

excluded from 

patentability by 

Article 52(2) EPC. 

Consequently, the 

EPO's interpretation of 

Article 57 EPC may 

produce similar results 

to ROSPATENT's 

interpretation of 

Article 1350, 4. CC. 

PATENTABILITY 
CRITERIA - Subject-
matter not regarded as 
an "invention" 

  

Article 1350 "Patentability 

Criteria for an Invention", 

paragraph 5 

 
 

The provisions of Article 1350, 
5. CC are consistent with those 

of Article 52(2) and (3) EPC. 

No need for action. 
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EXCEPTIONS TO 
PATENTABILITY  

  

Article 1349 "Subject-matter of 

Patent Rights", paragraph 4, 
and Article 1350 "Patentability 

Criteria for an Invention", 

paragraph 6 
 
 

• "4. The following shall 

not be the subject-

matter of patent rights: 

 

1) methods of human 

cloning; 

2) methods of modifying 

the germ line genetic 

identity of human 

beings; 

3) the use of human 

embryos for industrial 

and commercial 

purposes; 

4) other solutions 

contrary to the public 

interest and to 

humanitarian principles 

and morality." 

 

 

 

 

 

 

 

 

Article 53 in conjunction with 
Rules 26, 28 and 29 
 
 
 
 
 

• Article 1349, 4.1)-3) 
CC corresponds to 

Rule 28 (a)-(c) EPC 

(Implementing 
Regulations) 

 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 

• Article 1349, 4.4) CC is 

not fully in line with 

Article 53(a) EPC as 

the latter limits the 

applicability of the so-

called "ordre public and 

 
 
 
 
 
 
 

• No need for action:  
As the list in Rule 28 

EPC merely contains 

examples/explanations 

of "exceptions to 

patentability" based on 

the fact of being 

contrary to "ordre 

public" and morality, it 

is not necessary to 

include in Article 1349, 

4. CC the wording of 

Rule 28 (d) EPC if the 
latter is covered by 
the general provision 
in Article 1349, 4.4) 
CC (see also the 
comment below). 

 
 
 

• Article 1349, 4.4) CC 
could be brought into 

line with the EPC 

(TRIPS Agreement and 

Paris Convention) by 

amending its wording 
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morality exception to 

patentability" to cases 

when "the commercial 

exploitation" of the 

relevant inventions 

"would be contrary to 

ordre public or 

morality". It further 

specifies that such 

exploitation "shall not 

be deemed to be so 

contrary merely 

because it is prohibited 

by law or regulation in 

some or all of the 

Contracting States". 

The wording of Article 

53(a) EPC corresponds 

to Article 27, 
paragraph 2,TRIPS 
and Article 4quater Paris 
Convention. 

 

• It is not clear whether 
Article 1349, 4.4) CC 
also covers 
"diagnostic, 
therapeutic and 
surgical methods for 
the treatment of 
humans or animals" 
as provided in 
Article 53(c) EPC. If 
not, the patentability of 

such methods is 

allowed under Russian 

as follows: 
 
"4) other solutions the 

commercial exploitation of 

which would be contrary to 

the public interest and to 

humanitarian principles and 

morality; such exploitation 

shall not be deemed to be 

so contrary merely because 

it is prohibited by law or 

regulation." 

 

 

 

 

 

 

 

 

 

 

 

• No need for action for 

the time being. A 

discussion with 

ROSPATENT could be 

useful in order to clarify 

the issue of the 

interpretation of 

Article 1349, 4.4) CC. 

As regards 

international 

agreements other than 

the EPC, exclusion 

from patentability for 
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• "6. Legal protection for 

an invention shall not 

be accorded to: 

 

1) plant varieties, 

animal breeds and 

biological methods of 

obtaining them, with the 

exception of 

microbiological 

methods and products 

obtained by such 

methods; 

 

2) topographies of 

integrated circuits." 

 

patent law. 
 
 
 
 
 
 

• Article 1350, 6. CC 
corresponds to Article 

53(b) EPC and the 

EPO's practice. 

 

the methods mentioned 

is not prescribed but 

merely allowed by 

Article 27, paragraph 3 

(a), TRIPS. 

 

 

• No need for action. 

PROCEDURAL 
ISSUES 

  

Articles 1353, 1354 
paragraph 1, 1374-1375, 
1378-1389, 1393-1394, 1396 
paragraphs 1 and 3, 1398-
1400 (all in conjunction with 
the relevant provisions of 
Chapter 69) 

 The provisions listed in the left-

hand column concern the 

national patent procedure as 

applied by ROSPATENT. They 

are peculiar to Russian patent 

law and are not covered by the 

present study. 

ISSUES NOT DEALT 
WITH IN THE EPC           
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Articles 1349, paragraph 3, 
1351-1352, 1354, paragraph 
3, 1355, 1359-1360, 1362, 
1364-1373, 1376-1377, 1390-
1391, 1395, 1396 paragraph 
2, 1397, 1401-1407 (all in 
conjunction with relevant 
provisions of Chapter 69) 

 The subject-matter of the 

provisions listed in the left-

hand column is not dealt with 

in the EPC, which may at most 

contain a reference to the 

national law of the EPC 

contracting states.  
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4. Further explanations and documentation 

 

A. Harmonisation of Article 52(1) EPC with the TRIPS Agreement 
 
The term "in all fields of technology" was inserted into Article 52(1) EPC during the 

Diplomatic Conference in 2000 and the amended provision entered into force on 13 

December 2007. This amendment brought Article 52(1) EPC into line with Article 27(1), 

first sentence, TRIPS Agreement while making it clear that patent protection is available to 

technical inventions of all kinds. At the same time, by enshrining the word "technology" in 

this provision, the legislator confirmed the EPO's previous patent granting practice and the 

case law of the boards of appeal. 
 
B. Text of Articles 25 and 26 of the Convention for the European Patent 
for the Common Market (Community Patent Convention), EC OJ, 
No. L 401/89  
 

"Article 25 
Prohibition of direct use of the invention 
A Community patent shall confer on its proprietor the right to prevent all third parties not having 
his consent: 
(a) from making, offering, putting on the market or using a product which is the subject-matter 
of the patent, or importing or stocking the product for these purposes; 
(b) from using a process which is the subject-matter of the patent or, when the third party 
knows, or it is obvious in the circumstances, that the use of the process is prohibited without the 
consent of the proprietor of the patent, from offering the process for use within the territories of 
the Contracting States; 
(c) from offering, putting on the market, using, or importing or stocking for these purposes the 
product obtained directly by a process which is the subject-matter of the patent. 
Article 26 
Prohibition of indirect use of the invention 
1. A Community patent shall also confer on its proprietor the right to prevent all third parties not 
having his consent from supplying or offering to supply within the territories of the Contracting 
States a person, other than a party entitled to exploit the patented invention, with means, 
relating to an essential element of that invention, for putting it into effect therein, when the 
third party knows, or it is obvious in the circumstances, that these means are suitable and 
intended for putting that invention into effect. 
2. Paragraph 1 shall not apply when the means are staple commercial products, except when 
the third party induces the person supplied to commit acts prohibited by Article 25. 
3. Persons performing the acts referred to in Article 27 (a) to (c) shall not be considered to be 
parties entitled to exploit the invention within the meaning of paragraph 1." 
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C. Reversal of the burden of proof according to Article 1358 2.2), second 
sentence, CC 
 
As stated above in the comparative table, the issue of a reversal of the burden of proof is 

not covered by the EPC. Nevertheless, the provision in Article 1358 2.2), second 

sentence, CC corresponds to the national law of most EPC contracting states. 

 

D. Calculation of the term of the patent under Article 1230  in 
conjunction with Article 1363 CC 
 
In the Russian specialised literature commenting on the new Part IV of the Russian Civil 

Code, some authors refer to the fact that replacing the expression "date" with the 

expression "day" in the relevant provision on the term of a patent had a negative impact on 

the calculation of this term. Some say that the use of "day" makes it impossible to apply 

the general rule for calculating the periods according to which the first day of the term 

would be the day following the date of filing (Article 191 CC). According to this 

interpretation, the first day of the term of a patent under the new Part IV of the Russian 

Civil Code is the date of filing. Consequently, the term starts to run, and expires, one day 

earlier. In this regard, it has to be pointed out that the EPC does not define the calculation 

of the expiry of the 20-year term. Therefore, it would not be inconsistent with the EPC if the 

Russian authorities took the date of filing as the first day of the term under the new 

Article 1363 CC. 

 

E. European Union: Report on the hearing of 5 October 1998 on a grace 
period for patents (see the annexed text) 
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