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i Part 1. Requirements for filing

Filing a European patent application

« Where EPO (Munich, The Hague, Berlin)
(Art. 75 (1) a) EPC)
National offices (Art. 75 (1) b) and 77 EPC)

« How Post
Fax
Online
« Who Any natural or legal person (Art. 58 EPC)




#Part 1: Requirements for filing

Date of filing
Requirements for the accordance of a date of filing (R. 40 EPC):

- Indication that a European patent is sought
- Information identifying the applicant
- A description or reference to a previously filed application

A reference to a previously filed application shall state the

- Filing date
- Number of that application
- Office with which it was filed

Such reference shall indicate that it replaces the description
and any drawings

e




Part 1. Requirements for filing

EPO Form 1001 - Reference to previously filed application

25 Prierititserklarunyg (Regel 52) ! Decslaration of priority
{Rule 52) / Déclaration de prierité (régle 52)
Eme PriovitEsercianung wird 10r die foigenden Anmeloungen sbgegeben: §

A deciaration of priority Is hereby made for the foliowing applcations: f
Une geclaration ge priorite 26t produlis pour les demanges sulvantes :

Shaats Anmeigelsg - .ﬂﬂTEu"lZﬁ'l:f\Eﬁ."
- Saate s Dade of Ting /
A, AEAnS & i Tuia EmEr Dale de agpdt N' "e"qum
ot o1 | |
52 | |
bl 5‘3| |
o o | |
25.1 Welere Priontatserkidrungien) auf Zusatzoiatt f I:l
Admtional deciaragonis) of profty on aodsional shest /
Aulreys) deciaration|s) Se pricrite sur feulle supplemeniaine
252 Diese Anmeioung lst 2ine vollstanolge Dbersetzung oerTrunelenMrnelnung I I:l o1 I:I oz I:I a3 l:l od anders
This applcation ks a complete franslalon of the previous application. afher
La présenis demande 25t une iraduction intégrale de 3 cemands anteneurs. autres
25.3 Es sl nich? beabsichiigl, eine (wehare) Priorkatserklaning ainzureichen. f I:l
I2 15 not Intended 1o Me a (further) seciaration of priorky. /

Ey.
I m'est pas envisage de proguire une (aulre) deciaration de priorke.

Bezugnahme auf eine fraher eingereichte Anmeldung I
Reference te a previously filed application !
Renvei 3 une demande depesée antérieurement

E&wird au® 2ine friher glngersichs Armeidung B22ug Denommen. I:l
Dl Bezugnanme arestzt de Baschrelbung und stwsigs Zelchnungsn

(Regel 40 (1) ©). (2]). Dle Anmeldung. aul e Bezug genomman wird, Ist- f
Refsrence |s mace 10 3 praviously Sed applcaton. That re*srence replaces:
e description and any arawings [Fue 40( 1) The applization to
which reference ls made Is the following: /

1l st falt réferance 3 une gemands d2posee anerisurement Ce renvol
remplace la geecription ef, 1e cas dcheéant, les gessing (régie 40(1)c), (2]
gdsmande 3 laquelte § ect falt rétérance st la sulvante

SEats Anmeidetsg Aktenzeichen /
Efara s Diade ar mng / Fle a7
Emt COats oe 0gpdt " gie gantt
282 Dle Sszugnanme auf die friner engersicnle Anmeldung erestzt auch ds I:l
Patentanspriche (Regel 57c)). / Tha referance to the previcusly fled applca-
tion also replaces the clalms (Rule 57(c)). / Le renvol 3 |a demande deposés
antéreurement remplace &galement les rewendications jregle 57ci).
26.3 Emne beglaublgts Abschrift der frner engersicnien Anmeldung (Regel A0 (2)) § I:l Ist beiganogt. | I:l wird nachgeneicht. /
A certifled copy of the previously flled spolication (Fue 40(2)) 7 Iz attacned. / will be supplled ater. |
Uns copla cartifise corforme o2 13 demande depogde antensuremeant 26t joime. 523 proguts ureraurement.
(ragle 40(2))
284 Smne Obsrsefzung der fOner engensicnlen Anmeidung (Regel 20 (3) / I:l Ist Deigenogt I:l wird nachgeneicnt. /
A translation of the previously filed application (Ruke 40(3] Iz attacned. ! will be supplled ater. |

Une traductlon de |z demande deposss antdneursment (regle 203} =6l jointe. 5213 prodults UREReLrement.

27  Teilanmeldunyg ! Divisienal applicatien !
Demande divisiennaire

Die Anmeddung Ist eine Tellanmeloung, de aus ger foigendan friheren Mummer der Fdheren Anmeldung S Number of eamier spowcation /
Anmeidung nensorgeht | The applicalion ks a diisional appilcation MUMEND de la jemands anfdnenrs
based on the foliowing earler application: / La présente gemandes constitue | |

une demanga divislennalre refative a la demande antérieurs subvanta

| I T T =

Applicants reference
Referance du demandaur

ERNE POOER 1001.2 O7.08

Zalchen des ANmeiders |




Part 1. Requirements for filing

Formal requirements

If the European patent application has been accorded a date of
filing, the European Patent Office shall examine, in accordance
with Article 90 (3) EPC, whether:

EPO Form 1001 completed (including indication about priority)
Application documents filed:

— Description

— Claims

— Abstract

— (Drawings)

— in one of the three official EPO language
Fees paid

Inventor data filed

Representative data filed

Information about sequence listings given
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Part 1. Requirements for filing

Designation of inventor

« 16 months from date of filing/priority to file designation of
inventor

* Period deemed to have been observed if designation of
inventor filed before completion of technical preparations for
publication

If not filed ....

* Application will be published without inventor data
« Decision to refuse will be sent after publication

« Non-submission of designation of inventor cannot be used to
prevent publication

e




A Part 1. Requirements for filing

Late filing of parts of description and/or drawings

« Late filing of missing pages is applicable to description AND

drawings

* |n case of re-dating applicant has option to maintain original

date of filing by withdrawing late-filed pages

||~ Date of filing will shift back to original one

(only on explicit request of applicant!)




Part 1. Requirements for filing

Late filing of parts of description and/or drawings
- ctd.
If missing pages are completely contained in priority document,

the date of filing does not shift if the following conditions are
met:

— Explicit request that the late-filed parts be based on the
claimed priority
— Certified copy of priority document is filed

— If priority document not in DE/EN/FR, translation is filed

— Indication where missing pages can be found




A Part 1. Requirements for filing

Claims can be filed
— Directly on filing
— By reference to previously filed application

— After date of filing

B Patentanspriiche / Claims | Revendications

Zah der Patentanspriche
EPO Form 1001 Number ofclaims |~ U
( page 4 ) Mombre de revendications
i e beigeflit | 3s afiached |
felles que jomies en annese
ui ] Wi 1 der fher engeneichten Anmeldung (sizhe Fekd 28.2)(
a5 1 the previously fled application (see Secton 28.2)/

camme felles que fgurant dans I3 demande degosée anterieure-
ment ucir nibrique 28.2)

Al Die Fatentanspriche werden nachgereicht
The laims wil e fed later |

Les revendicatons seront produtes ulereurement
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A Part 1: Requirements for filing

Language

Applications may be filed in any language (Art. 14 (2) EPC)
Translation is required for applications in non-EPQO languages
Translation to be filed within two months of date of filing

— if not filed, EPO issues invitation to file within two months

— if still not filed, application deemed to be withdrawn

(re-establishment of rights only possible)




Part 1. Requirements for filing

Priority

Priority declaration can be made up to 16 months from oldest
priority date (R. 52 (2) EPC) unless a request for early
publication (Art. 93 (1) b) EPC) has been made

(R. 52 (4) EPC).

Priority declaration can be corrected under Rule 52 (3) EPC
within 16 months

Priority claim possible from any Paris Convention State and
WTO member, e.g. Taiwan

If priority year was missed:

— Re-establishment of rights (Art. 122 EPC) into priority
period possible, to be requested within two months after
expiry of 12-month period

e



Part 1. Requirements for filing

Fees

For applications filed (divisional applications received on) on/after
01.04.2009:

* Filing fee + additional fee for applications comprising more than 35
pages:

— Filing fee : Online = EUR 100 (Paper = EUR 180)

— Additional fee for 35th and each subsequent page:
EUR 12

Basis for calculation = application documents
—> As available on date of filing

- In the language of filing

e Search fee: EUR 1050

e




Part 1. Requirements for filing

Additional fee (part of filing fee)

Detailed basis for calculation:

« EP applications:
— Description
— Claims
— Drawings
— Abstract

 EuroPCT applications:
— Description
— Claims
— Drawings
— Abstract )

'\

>~ latest version

» \Where translation is needed: documents published by the
International Bureau as basis for calculation unless
amendments have been filed

e




#Part 1: Requirements for filing

Fees - ctd.

For applications filed (divisional applications received on) on/after
01.04.2009:

e Claims fee:
— Claims 16-50: EUR 200 each

— Claims 51 and over: EUR 500 each

« Designation fee: EUR 500

« Examination fee;: EUR 1405




Part 1. Requirements for filing

Fees - changes in the examination phase

Intention to

Date of filing 1 month grant

» Pages > 35 = EUR 12 each

» Additional claims >15 = EUR 200
> 15 claims each

Before 01-04-09

Additional claims
> 15 =EUR 200 each
> 50 =EUR 500 each

On/after 01.04.09

« > 15 claims
» additional fee for

> 35 pages = EUR 12 each
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Part 1. Requirements for filing

Request for accelerated search

For applications claiming priority (second filings):

* Once a request for accelerated search is filed, the Office makes
every effort to issue the search report as soon as possible

For both first and second filings:

« Accelerated prosecution only possible if application documents
on filing are in order for search

No accelerated prosecution is possible if
— the application is filed by reference
— parts of the description or drawings are missing
— the claims are filed after the date of filing

e




Part 1. Requirements for filing

Search report
The Search (Art. 92 EPC)
« To identify the state of the art

* Prepares for substantive examination and is relevant for the
purpose of determining whether, and if so to what extent, the
invention to which the application relates is new and involves
an inventive step

Cited Documents
 Patent literature
* Non-patent literature

The Search report (R. 61 EPC)
 Indicates results of the search

« Accompanied by a written opinion whether the application and
the invention to which it relates meet the requirements of the
EPC (R. 62 EPC)

e




Part 1. Requirements for filing

European Search Report

Q European Patent Application Numiber
Office EUROPEAN SEARCH REPORT EP
DOCUMENTS CONSIDERED TO BE RELEVANT
Catege- Citaton of dosument with indication, where appropriate, Relewant CLASEIFICATION OF THE
ey of relevant passages o claim APPLICATION (IPC)
A JP 07 124453 A (MITSUBISHI KAKOKI Kk) 1 TNV .
16 May 1995 (1995-05-16) BOLD71/02
* abstract * BO1DE9 /10
————— BOL1D53 /22
A JP 05 317662 A (SUMITOMO METAL IND; 1 CO1B3/50

MITSUBISHI KAKOKI KK)

3 December 1993 (1593-12-03)
* abstract *

A JP 01 131004 A (SANYO ELECTRIC CO) 1
23 May 1989 (1989-05-23)
* abstract *

F.A JP 2003 135942 A (DAIDO STEEL CO LTD) 1
13 May 2003 (2003-05-13)
* abstract *

TECHMNICAL FIELDS
SEARCHED )

BOL1D
ColB
HG1M
The supplementary search repor has been based on the last
2 st of claims valid and available af the start of the search.
Pilace of tearch Date of comgainn of the caanch Examine:
% Munich
§ CATEGORY OF CITED DOCUMENTS T - theory or principle underying the inventicn
E : marlier patent dosument, but published on, or
= X partcularly relevant @ laken alone after the Ming cofe
g ¥ :particularly redevamt # combined with ancther D document cited in the agplicatan
= document of the same category L : desument sited for other reasons
& &, : technologioal bookground e e e et e e
= O - non-writien disclonure & : member of the same patent family, sorespording
=] P interrmediate dosument document
B




Office europben
des brevets

Part 1. Requirements for filing

Publication of application

EP 1852 976 A1

(1g)

1z}

{43} Cate of publicasion
OT.11.2007 Buwllelin Z00TMH4E

(21} Apoication numser 0T09S181.4

{22} Date of fling: 22.08.2002

EP 1 852 976 A1

(1)

EURCPEAMN PATENT APPLICATION

(21} mt o

HOAM 1B 77 AR HOAM 160185 BN

(B4} Designated Contraciing States:
DE GB

(30] Friodty: 28.0B.2001 U2 316804 F
20082002 U2 ITB342

{562} Document rumberis) of the =ariler aoplicabionisi n
accordance with At 7& EFGC:
QZ26EEATT.T (1 T84 089

(71} Apoicant Atbera Corporation
San Jogs, TA S5134 (UE)

{72} weentors:

= Wang, Eonnle L
Cupsrting
Callformla 85014 (UE}
£ung, Chlakang
MllpFac
Callfornla 85036 (UE}

Huarg, Joceph

2am Joss

Californla 86131-3104 [UE)
Nguysn, Khal

2an Joss

California #6123 (UE)

Far, Fhillip

Fremoni

Calfornis 84629 (US)

(T4)] Representatve: Appeld, Chrlstlan W.
FORRESTER & BOEHMERT
Anwalbssoziaiat
Patiankolarciracos 2022
E031E Mlnahen (DE]

Remarks:

This appdcation was flled on 17 - 02 - 2007 as a
dhvisional application to the aoplicasion mentioned
under |NID code 52

(54}  Programmable high-spaed B0 Interface
57 Methods and appamabes for prowiding elher
Figh-speed, or lomer-speed, iexkie Inputs and oulputs
A Input and cutput stnaciure having a kigh-speed Input
& high-sp=ed oulpet, a ko or modsrate speed INpus, an
an low o moderate speed outout i provides. One of the
Inpt and gufpart circuils are seleched and the cthers are:
@xgeiacted. The high-spaed Inpuet amd cstout ircwits sne
comparaiively simple, In one example baving only a clear
signal for & contral line IBoUt, and are abls to ntsrtaoe b

lower speed ciroufiny inside the core of an integraded cir-
cult. The ko or moderabe soeed Inputand Sutput Crouss
are more flexibie, for example, having presef, =nabie,
ara cear a5 control Ine imputs, and ane sbls 1o support
JTAG boundary testing. These parailel high and lower
speed Croults ane user ssiectadle such thai the Inout cat-
pt structure Is cpfimized betwesn speed and function-
alify d=pending on the reguirements of fhe appication.

Poinisdbey Jmse TSEO1 AT TR




A Part 1: Requirements for filing

Publication

« 18 months after date of filing or priority date with or without
Search Report (A1 or A2/A3 publication)

« File inspection (online): http://www.epoline.org/portal/public

« A- and B-Publications (Art. 93, 98, 103 EPC) available via
Publication-Server: https://data.epo.ora/publication-server/

* Provisional protection (Art. 67 EPC)

« Observations by third parties (Art. 115 EPC)



http://www.epoline.org/portal/public
https://data.epo.org/publication-server/

Part 2. Overview of the examination procedure

Examination request

The Examining Division and substantive examination
Request for accelerated examination
Communication from the Examining Division

Time limits

Payment of fees

Renewal fees

Grant of a patent
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Part 2. Examination procedure

Examination request

Within six months from mention of publication of the
European Search Report, the applicant should file/pay:

« Confirmation of the request for examination/payment of
examination fee (Art. 94 EPC)

« For applications filed (divisional applications received)
on/after 01.04.09, one designation fee for all contracting
states (EUR 500)

« For applications filed (divisional applications received)
before 01.04.09, designation fees (up to 7)
(Art. 79 (2) EPC)

« Extension fees (no flat rate)

e




Part 2: Examination procedure

Overview of examination procedure

Completion/confirmation Reply to Filing of claims translation
examination request examination = | + payment of fees
! report ! ;
E | i — | Bl
' Communication !
Substantive First : Subsequent under
amendments examination examination Rule 71(3) EPC :
before examination report report(s) "intention to :
| | ¥ | A grant” | |
| | | | | | | |
1 1 | . ! \ 1 !
| | | | \ | |
| | ' | : :
H i Examining Division H | st
"Automatic"

communication under
Art. 94(3) EPC

e



e Part 2: Examination procedure

The Examining Division (Art. 18 EPC)
and the substantive examination

« Examination is an ex parte procedure

* The whole of the Examining Division is
responsible for every decision.

« Examining Division decides on
grant or refusal,
based on EPC criteria for patentability:

- Novelty (Art. 54 EPC)
— Inventive step (Art. 56 EPC)
— Industrial application (Art. 57 EPC)

e




Part 2: Examination procedure

Request for accelerated examination

« Request can be filed at any time

« EPO tries to issue the first/next examination action within three
months

* Free of charge

* Preferably by using EPO Form 1005

* Non-public

« Enquiry as to the next office action not deemed to be
acceleration request




Part 2: Examination procedure

Communication from the Examining Division

Dialogue between applicant and examiner

 The standard avenue of communication between applicant and
Examining Division

* In most cases first examination report is (semi-)automatic

 In future, mandatory reply to search opinion




Part 2: Examination procedure

Communication from the Examining Division - ctd.

A communication from the Examining Division might include:

* An invitation to provide prior art
(from national/regional patent procedures) (Art. 124 EPC)

— List with relevant prior art suffices (no documents)
- No reply/late reply: application deemed to be withdrawn

* An invitation to file translation of priority document
(if not DE/EN/FR) (R. 53 (3) EPC)

— Only if needed by examiner for assessing patentability
- No reply/late reply: application deemed to be withdrawn

e




A Part 2: Examination procedure

Communication from the Examining Division - ctd.

Procedure:

« If application does not fulfil requirements of the EPC
— communication/invitation to remedy deficiencies

* No reply
— application deemed to be withdrawn

« Reply but deficiencies remain
— application will be refused (Art. 97 EPC)

 Oral proceedings will be held if requested (Art. 116 EPC)

]



Part 2: Examination procedure

Time limits

General rules regarding time limits:

« Last day of an EPO time limit must be an open day at EPO.

« A day is not considered as open day at EPO if the Office is
closed in either Munich, The Hague or Berlin.

« If last day of a time limit is not an open day, time limit is
extended to next open day at EPO.




Part 2: Examination procedure

Calculation of EPO time limits

Either

Starting from naotification of EPO communication + time limit
involved

- €.g. communication pursuant to Article 94 (3) EPC
Or
Starting from date fixed in EPC

- e.g. six months from due date of renewal fee for payment of
additional fee

-> Last day of a time limit must always be an open day at EPO

e



Part 2: Examination procedure

Extension of EPO time limits
1. Time limits set by the EPO can be extended up to six months

2. Request for extension of time limit must be received at the EPO
— in writing
— within original time limit
— signed by an authorised person

3. Extensions beyond six months are only granted in exceptional
circumstances (Notice of Vice-President Directorate-General 2
of the EPO, dated 28.02.1989, OJ 1989, 180)




Part 2: Examination procedure

Method of payment Payment date

Bank transfer ¥ Date when amount entered in
EPO account

EPO deposit account ¥ Date of receipt of debit order

(insufficient funds: administrative by EPO
fee due in order to maintain
original payment date

(EPO Form 9004)

Automatic debit order % Last day of period for payment
(responsibility for paying fees in (exceptions apply)
due time passes to EPO)
Online Fee Payment % Date receipt debit order
by EPO

Who may validly pay fees to the EPO?

Anybody!
(payment of fees is not a procedural step)

e




Part 2: Examination procedure

Renewal fees

No renewal fees are due for the first two years of a European
patent application

Renewal fees for European patent applications in respect of the
coming year shall be due on the last day of the month
containing the anniversary of the date of filing of the European
patent application, starting with the renewal fee for the third
year

e.g. European patent application filed 17.01.07
Renewal fee for third year due 31.01.09




Part 2: Examination procedure

Renewal fees - ctd.

« |f not paid by the due date, payment still possible within six
months from due date with 50 % additional fee (as from

01.04.2008)

« Period for validly paying renewal fees before due date reduced
to three months




i Part 2: Examination procedure

Grant of the European patent
« The application meets the requirements of the EPC:

- Translation of the claims
- Payment of grant and printing fees
(grant and publishing fees - applications filed
[divisional applications received] on/after 01.04.09)
- Payment of fee for additional claim(s)
- within a non-extendable period of four months

« Applicant might request amendments or corrections of the text
intended to grant

e



Part 2: Examination procedure

Grant of the European patent (Art. 97 EPC) - ctd.

After all requirements are fulfilled:

—> Preparations start for the publication of the mention of grant
in the European Patent Bulletin and for the publication of
the patent specification

Five weeks necessary for technical
preparations for publication;
no amendments/corrections to
specification possible

|

Date of publication

T

Day before: Start of time limit
Start of . .

last chance for opposition period for validation with
filing a divisional PP P national patent

application i Geld) offices

e




Part 2: Examination procedure

Decision to grant - EPO Form 2006

Eurapean Patent Office

Lurcpiischey
Patantamt BO298 MUNICH
a Faten Bhce GERMANT
Cifice eurapdes Tel. +48 (HAS 2398 -0
e brevets Fax +439 (089 2399 - 4465
| R0 O AU OO T ooy ausstons oo
this munication:

Duckett, Anﬂ'mnr JDSBph Tel.+31 [0)70 240 45 00
Mathys & Sqguire LLP

120 Holbarn

London

EC1N 28Q

GRANDE BRETAGME

Ciake
0511.09
[ Fafaronoe Apphcaion Mo Patent e
F26129EP-PCT 027417047 - 2917 [ 1392683
) =
Cytovia, Inc.

Decision o grant a European patent pursuant lo Arlicle 97(1) EPC

Following examination of European patent application Mo, 02741704 7 a European patent with the title
and the supporting documents indicated in the communication pursuant 1 Rule 71(3) EPC dated
24.06.09 is hereby gramed in respect of the designated Contracting States.

Patent Mo. © 1392683
Date of filing : 16.05.02
Priority claimed : 168.05.01/USP 250997

Designated Contracting States

and Proprietor(s) : AT BE CH CY DE DK ES FI FR GB GR IE IT LI LU MC ML PT SE TR
Cytovia, Inc.
G550 Mancy Ridge Drive
San Diego, GA 92121/US

This decision will take effect on the date en which the Europsan Patent Bulletin mentions the grant
(Art. 97(3) EPC).

The mention of the grant will be published in Eurcpean Patent Bulletinf 09/49 of 02 12.09.
Examining Division
Ladenburger Kyriakakou G Richter H

+ Pate,
& anE T,
o )




Part 3:

Overview of the means of redress throughout the
life of the patent application

1. Means of redress
2. Further processing




8 Part 3: Means of redress

Means of redress

Request for a decision pursuant to Rule 112(2) EPC

Further processing (Art. 121, Rule 135 EPC)

Re-establishment of rights (Art. 122, Rule 136 EPC)

Appeal under Articles 106 - 108 EPC

All EPO communications indicate the
possible means of redress

e




Part 3: Means of redress

Further Processing
« Further processing is the MAIN legal remedy for applicants
* ltis generally available for partial AND total loss of rights

 However, specific time limits are excluded by
Article 121 (4) EPC and Rule 135 (2) EPC

Three different fee situations:
* Non-/Late performance of acts under Rule 71 (3) EPC
= EUR 210 (Fee code 121)

« Non-/Late performance of acts or submissions of documents
= EUR 210 (Fee code 122)

* Non-/Late payment of a fee = 50% of late fee (Fee code 123)

e



Part 3: Means of redress

Further Processing - ctd.

« Time limit for filing the further processing request:
—two months from notification of loss of rights
communication
— can also be filed before receipt of loss of rights
communication (Legal Advice 13/82)

« Completion of the omitted act
« No reasons necessary

« Payment of the fee for further processing = request
(R.135 (1) EPC)

Major change EPC 1973 <-> EPC 2000:

Amount of further processing fee varies according to case /
omitted act




End of Presentation
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